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Climbing the rankings
T here’s exciting news on the academia front: Universities in Asia 

are climbing the rankings of the best universities in the world. 
Some have even penetrated the elite Top 20 list, which has long been 
dominated by universities from the United Kingdom and the United 
States.

You know the type: Oxford, Cal Tech, Harvard, Stanford, Cambridge 
and MIT made up the Top 5 in the most recent list. Six universities are 
named due to a fifth-place tie between Cambridge and MIT.

But two universities from China, Peking University and Tsinghua 
University made the Top 20, while the National University of Singapore 
placed just outside the Top 21, coming in at No. 21. The rest of the Top 
100 is rife with universities in Asia and the Pacific, with China, Hong 
Kong, Japan, Singapore, South Korea and Australia all placing multiple 
institutions in the Top 100.

The newly released rankings spurred our interest, and Espie 
Angelica A. de Leon set out to find out how highly ranked universities 
will impact local IP scenes in the coming years.

IP lawyers are, to say the least, optimistic.
“This will open a host of opportunities such as foreign and domestic 

investments,” says Karen Abraham, partner and head of the IP practice 
at Shearn Delamore & Co. in Kuala Lumpur. “If local universities are 
able to exploit local talent, attract foreign talent and retain both, the 
respective Asian countries will be the prime beneficiaries of this talent 
and resource.”

Yen Vu, executive and country manager of Rouse Legal Vietnam 
in Ho Chi Minh City, called the increased representation of Asia’s 
universities in the rankings “a satisfying result” of Asian countries’ 
efforts in innovating and funding for R&D activities. “With this solid 
proof of their effective IP strategies, China, South Korea, Japan and 
others will be highly motivated to keep up with their innovation efforts 
and funding for modern technologies,” Vu says.

As top-notch universities from Asia make their presence felt and 
establish their footing among the best from the western world, one can 
only anticipate what this will lead to in terms of regional and global 
innovation.

We look forward to being part of the journey.

“If then a practical end must be assigned to 
a University course, I say it is that of training 
good members of society. It is the education 

which gives a man a clear, conscious view of 
their own opinions and judgements, a truth in 
developing them, an eloquence in expressing 

them, and a force in urging them.” 
—JOHN HENRY NEWMAN, 19th century English theologian and scholar
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As universities in the region continue climbing 
in global rankings, Espie Angelica A. de Leon 

asked lawyers in China, India, Hong Kong, 
Malaysia and Vietnam how the apparent surge of 
educational quality would affect their IP scenes.
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I t cannot be denied. More and more universities 
from Asia are barging into the Times Higher 
Education World University Rankings (THE). 
Some have even penetrated the elite Top 20 list, 
which otherwise continues to be dominated by 

universities from the United Kingdom and the United 
States. 

In THE’s 2021 rankings, Tsinghua University in 
Beijing made it to the Top 20 for the first time, making 
it the highest-ranked university from Asia. 

In its 2022 rankings, covering 1,662 educational 
institutions in 99 countries and territories, Peking 
University joins Tsinghua in the magic circle of 20 top 
universities in the world, tying for 16th place. National 
University of Singapore almost made it to the Top 20, as 
it occupies 21st spot, four notches up from its 25th spot 
in 2021. Alongside these three in the current Top 50 are 
the University of Hong Kong, 30th; University of Tokyo, 
35th; Nanyang Technological University, Singapore, 
46th; and Chinese University of Hong Kong, 49th – for 
a total of seven. In 2021, six Asian universities were in 
the Top 50. 

There’s more: 

In the 2016 edition of the World University Rankings, 
only two mainland Chinese universities figured in the 
Top 200. In the current rankings, the number has shot 
up to 10, making mainland China the country with the 
fifth-largest number of universities in the rankings.

In 2016, Hong Kong had three institutions in the 
Top 200. The number increased to five in the 2022 
rankings. From four in 2016, South Korea now boasts of 
six universities in the 200-best list. 

The rankings were based on 13 performance 
indicators across these components: teaching, 
research, knowledge transfer and international 
outlook. Over 108 million citations from more than 14.4 
million research publications were analyzed. Surveys 
which attracted responses from nearly 22,000 scholars 
around the world were also included.

Regional impact
How will these developments impact innovation and 
investments in AI and other modern technologies in 
Asia as well as its intellectual property scene?

“I believe that this will open a host of opportunities 
such as foreign and domestic investments,” said Karen 
Abraham, partner and head of the IP practice at Shearn 
Delamore & Co. in Kuala Lumpur. “If local universities 
are able to exploit local talent, attract foreign talent and 
retain both, the respective Asian countries will be the 
prime beneficiaries of this talent and resource. If the 
potential of these students and their universities are 
noticed, it could stimulate funding opportunities that 
would drastically impact innovation efforts, investment 
in modern technology. This in turn would contribute 
to the growth of the IP scene in Asia. With technology 
advancing at a rapid rate, new systems would need to 
be adopted for the protection of IP.”

According to Yen Vu, executive and country 
manager of Rouse Legal Vietnam in Ho Chi Minh City, 
research productivity and research income, which are 
among the rankings’ criteria, have much to do with the 
local IP strategy and legal regulations.

“The increased representation of Asia’s 
universities in the rankings, in the very first place, is 
thus a satisfying result of Asian countries’ efforts in 
innovating and funding for R&D activities. With this 
solid proof of their effective IP strategies, China, South 
Korea, Japan and others will be highly motivated to 
keep up with their innovation efforts and funding for 
modern technologies,” Vu said.

Indeed, behind the gloss of this positive 
development is the continuous backing and pouring 
of support by governments in Asia to local educational 
institutions. Such support includes funding for 
research. 

In early 2021, Japan announced plans to raise 
funds for a ¥10 trillion (US$95 billion) endowment 
by 2022 for science research efforts by universities. 
The endowment fund is one of the biggest for such 
initiatives, earmarked for shared facilities, additional 
infrastructure, a national innovation system and to raise 
the number of students pursuing doctorate studies in 
Japan. According to the Japanese government, it will 
sell its gold reserves to help raise ¥4.5 trillion (US$43 
billion) in seed money. 

In 2017, the Chinese government mounted its New 
Generation AI Development Plan for 2030, designed to 
make the country a “primary centre for AI innovation” 
by 2030. As of 2021, China was the largest owner of 
AI patents in the world, with research institutes and 
universities comprising around 52% of the country’s 
top 30 institutional owners of AI patents.

As early as 2011, Singapore established its 
Singapore Universities Trust to inject approximately 
US$4 billion in funds to universities’ coffers annually 
over 20 years.

“With the aid of funding into R&D, ASEAN 
universities have the potential to become epicentres 
of technology-related research. Increasing innovation 
would also mean increased securing of IP rights,” 
said Savitha K. Jagadeesan, senior resident partner at 
Kochhar & Co. in Chennai.

“The 2021 World Bank East Asia and Pacific Regional 
Report on how important innovation is for developing 
East Asia noted that though the usual countries have 
driven innovation, many stay far away from jumping in, 
and the reinvention of this would come only from the 
countries’ policy makers who would have to build an 
environment that is pro-innovation,” said Jagadeesan. 
“This would mean greater incentivization of the 
stakeholders, which would indicate incentivizing.” 

Without a doubt, the Covid-19 pandemic is 
likewise driving R&D activities worldwide to fill the 
gaps in vaccine development, treatment and digital 
transformation which has become a necessity. 

“Therefore, we have grounds to believe that 
the rise of Asia’s universities can also contribute to a 

SUBSCRIBER-ONLY 
CONTENT

This content is reserved for our registered users 
and/or subscribers 

To read the latest issue, register for free 
by clicking the ‘REGISTER’ link above 

To read all back issues, and gain access to 
exclusive subscriber-only content, subscribe to 

Asia IP by clicking on the ‘SUBSCRIBE’ link above



F E B R U A R Y  2 0 2 2 Asia IP 7Asia IP 7

"For the most part of the 
century, Chinese and Japanese 

students have been part of 
the rising numbers of 
international students 
at western universities. 

However, as facilities 
nearer home receive 

attention and funding 
as well as recognition, 

the shift is bound to 
happen."
—SAVITHA K. 

JAGADEESAN, senior 
resident partner, Kochhar & Co., 

Chennai
"With this solid proof 

of their effective IP 
strategies, China, 

South Korea, Japan 
and others will be 
highly motivated 
to keep up with 
their innovation 

efforts and 
funding 

for modern 
technologies."
—YEN VU, executive and 

country manager, Rouse Legal Vietnam, Ho 
Chi Minh City

"If local 
universities are 
able to exploit 

local talent, attract 
foreign talent and 

retain both, the 
respective Asian 

countries will be the 
prime beneficiaries 

of this talent and 
resource."

—KAREN ABRAHAM, partner 
and head of the IP practice, Shearn 

Delamore & Co., Kuala Lumpur

"Companies have become a 
valuable source for research 

funding, and this allows 
universities to gain 
exposure towards 

the most significant 
problems to be 

addressed in the 
industry, while it also 

allows the companies 
to gain access to 

the latest thinking 
from the research 

outcomes." 
—XIA ZHENG, founder and patent 

attorney, AFD China, Beijing

"Asia has been 
seeing new areas 
of IP development 

with non-
fungible tokens, 
blockchain and 

start-ups growing 
in our ecosystem. 
I am of the view 

this will continue 
in certain areas. 
But traditional 

west-dominated 
industries will 
likely see core 
developments 
continue more 

in the west."
—DEANNA WONG, owner, DeLab 

Consulting, Hong Kong
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change in the portion of Asian governments’ funding 
for R&D in their effort to deal with new diseases that 
may emerge in the future. Particularly, greater portions 
of R&D funds may flow into universities and research 
institutions,” said Vu.

“Innovation is driven through collaboration 
especially due to increasing technological complexity. 
Hence, the pandemic, which has shown disruption in 
the chain of logistics, might also serve an indication 
that innovation and collaboration might increase 
region specific, which again would mean the work of IP 
offices in the ASEAN region will definitely come under 
scrutiny,” Jagadeesan added.

According to Xia Zheng, founder and patent 
attorney at AFD China in Beijing, it isn’t only 
governments that are helping to fuel innovation inside 
university research facilities. Enterprises have also 
been pitching in. 

“The Humboldtian model of higher education 
developed around two central concepts, namely the 
concept of the autonomous individual and the concept 
of global citizenship. And like many other people, I 
believe we can now add a third concept of societal 
benefit into this model,” said Zheng. 

“Here, I’d like to mention the significance of 
research funding from commerce and industry in 
addition to government funding. I see that many of the 
world’s major multinational companies want to work 
more closely with universities in the development of 
the most cutting-edge technologies. These companies 
have become a valuable source for research funding, 
and this allows universities to gain exposure towards 
the most significant problems to be addressed in 
the industry, while it also allows the companies to 
gain access to the latest thinking from the research 
outcomes. So, this enterprise-university partnership is 
becoming a trend towards a growing knowledge-based 
economy. And of course, we know that IP protection is 
a combination of innovative ideas and viable business. 
So, I can see surely this partnership stimulating more 
innovation efforts from both sectors for the benefit of 
the national economy” Zheng explained.

As an example of enterprise-university 
partnership, South Korea’s biggest internet company, 
Naver Corporation, invested in two international 
research laboratories at two universities in Vietnam in 
2021. The goal: To make Vietnam one of the leading AI 
hubs in the world.

Vu added that the rising stature of Asian 
universities in THE World University Rankings also 
serves as an example of successful IP strategy for 
developing countries in the region.

Global impact
And what of IP regimes outside Asia? Of course, 
universities from the west still rank above those 
from Asia in the rankings as they continue to provide 
education and undertake research activities of the 
highest calibre. However, the ascent of Asian academic 
institutions cannot be ignored. What could be its 
impact?

“Asia has been seeing new areas of IP development 
with non-fungible tokens, blockchain and start-
ups growing in our ecosystem. I am of the view this 
will continue in certain areas. But traditional west-
dominated industries will likely see core developments 
continue more in the west,” said Deanna Wong, owner 
of DeLab Consulting in Hong Kong.

In Vu’s belief, western countries will not let 
themselves be outpaced by their Asian counterparts in 
the race for supremacy in science and technology.

“Indeed, the west collectively took a more cautious 
approach to science cooperation. The European 
Commission has published a guidebook advising 
national research organizations and universities on 
how to deal with foreign interference, as fears over 
technology espionage from China are heightened,” Vu 
explained.

“However, from a broader view, we don’t think 
that the rise of Asia’s universities can affect western 
IP regimes much. Western countries like the U.S. and 
UK are pioneering nations in IP commercialization. 
Just like China and other Asian countries, they’ve 
been implementing their own policies to support the 
development of strategically important technologies,” 
she said. 

These technologies include AI, quantum 
technology, robotics, photonics, blockchain, 
nanotechnology, high-performance computing and 
data cloud infrastructure, among others.

That more Asian academic institutions are 
figuring and ranking higher in the THE rankings could 
signal a permanent shift in the flow of global academic 
talent in the future.

“For the most part of the century, Chinese and 
Japanese students have been part of the rising numbers 
of international students at western universities,” said 
Jagadeesan. “However, as facilities nearer home receive 
attention and funding as well as recognition, the shift is 
bound to happen.”

The Covid-19 pandemic, with the health and safety 
considerations that accompany it, also has something 
with the shift as students tend to choose universities 
that are closer to home. 

Asian universities also revamped their 
infrastructure, said Jagadeesan, so it is but natural, 
based on cost and structure, for a student to opt for a 
university in closer proximity.

“However, this could be an indication that as 
more IP rights might be filed in the Asian region, the 
institutions would, due to increased collaboration 
or wider markets, reach out to secure IPRs in other 
regions too. This is a trend seen by WIPO where in 
the past decade, it was noted that South Korean R&D 
centres and universities were filing patents mostly in 
the U.S. and the European Union. Similarly, in Taiwan, 
the Industrial Technology Research Institute has been 
selling its patents and portfolios for some time and 
has initiated contingency litigation in the U.S. against 
possible U.S. infringers,” said Jagadeesan. “Going 
ahead, there will be significant emphasis placed on 
a globally strengthened IP regime which will allow 
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the flow of commerce and investment as well as a 
better framework of industrial and trade policies, 
yet be responsible to allow for practices that arrest 
infringement and exploitation of IPRs by another.”

“I believe that the development of the IP scene 
in Asia could potentially lead to better harmonization 
of international IP laws,” said Abraham. “A strong IP 
infrastructure will create a legal system that allows 
for the effective sharing of economic resources. As 
such, Asian countries will be able to rely on their IP 
to promote their country’s economic development 
seamlessly.”

Asia’s young universities also take centre stage
THE also releases the Young University Rankings, 
covering universities around the world which are less 
than 50 years old. The rankings are based on the same 
13 performance indicators.

Nanyang Technological University, Singapore, 
founded in 1991, took the top spot in the 2021 rankings 
for the first time, beating out 475 institutions from 68 
territories. Asian universities have actually been taking 
the number one spot in the rankings for the past few 
years.

In its 2022 rankings, Asian institutions stepped 
aside for a European university, Paris Sciences et 
Lettres – PSL Research University Paris, founded in 
2010, to dominate the table. Nanyang Technological 
University, Singapore, slid to second place. Still, the 
region did not do badly. Three universities from Hong 
Kong also made it to the magic circle of 10. Meanwhile, 
India is one of two nations with 40 universities each 
in the table, the highest of any country. India had 26 
institutions in the list in the 2020 rankings. 

According to Wong, these young universities’ edge 
over their older and more established counterparts lies 
in their being “dynamic, disruptive, agile and ability to 

attract similar students with similar mindsets.”
“Although older institutions have established 

goodwill and reputation associated with their name, 
younger universities are more likely to have the 
flexibility and adaptability to reshape the way in 
which learning takes place,” said Abraham. “They 
may have the freedom to try new education models. 
New programmes at new universities allow for Asian 
academic programmes to be placed at the forefront of 
education institutions as most Asian universities are 
in developing economies that have not fulfilled their 
economic potentials. New universities that offer more 
dynamic and current courses may be able to come up 
with new alternative intellectual policies, especially in 
research.”

“There are a large number of young universities 
in the Asia-Pacific region – especially in the field of 
science and technology – and these institutions tend 
to have the fastest-growing high-quality scientific 
research output because they seem to have clearer 
goals and more independent researchers,” said Zheng.

“On the one hand, these young institutions, 
such as Westlake University in China and Nanyang 
Technological University in Singapore, may be based on 
the favourable local economic development conditions 
I mentioned. But on the other hand, they have some 
common practices, such as recruiting faculty not 
based on qualifications, willingness to let researchers 
run their own laboratories independently, etc. They all 
focus on specific areas of science as well as build unique 
institutional personalities to attract top researchers to 
compete with the more established universities,” she 
added.

There are other university rankings aside from 
THE World University Rankings and Young University 
Rankings.

One of these is the QS University Rankings: Top 
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Times Higher Education World University Rankings
Top 10, plus Top 100-ranked Asia-Pacific universities

Rank	 University						      Jurisdiction	      No. of FTE Students

1	 University of Oxford					     United Kingdom		  20,835
=2	 California Institute of Technology				    United States		  2,233
=2	 Harvard University					     United States		  21,574
4	 Stanford University					     United States		  16,319
=5	 University of Cambridge					     United Kingdom		  19,681
=5	 Massachusetts Institute of Technology			   United States		  11,459
7	 Princeton University					     United States		  7,753
8	 University of California, Berkeley				    United States		  40,306
9	 Yale University						      United States		  13,317
10	 The University of Chicago					     United States		  14,895
=16	 Peking University						     China			   31,606
=16	 Tsinghua University					     China			   38,221
21	 National University of Singapore				    Singapore		  31,819
30	 University of Hong Kong					     Hong Kong		  18,037
33	 University of Melbourne					     Australia			  52,098
35	 The University of Tokyo					     Japan			   25,959
46	 Nanyang Technical University, Singapore			   Singapore		  23,951
49	 Chinese University of Hong Kong				    Hong Kong		  18,478
=54	 Australian National University				    Australia			  18,934
=54	 The University of Queensland				    Australia			  41,914
=54	 Seoul National University					     South Korea		  26,871
57	 Monash University					     Australia			  60,211
=58	 University of Sydney					     Australia			  47,956
60	 Fudan University						      China			   33,140
61	 Kyoto University						      Japan			   22,299
66	 The Hong Kong University of  Science and Technology		 Hong Kong		  10,147
70	 UNSW Sydney						      Australia			  48,077
=75	 Zhejiang University					     China			   40,352
84	 Shanghai Jiao Tong University				    China			   36,638
=88	 University of Science and Technology of China		  China			   16,718
=91	 Hong Kong Polytechnic University				    Hong Kong		  21,979
=99	 Korea Advanced Institute of Science and Technology (KAIST)	 South Korea		  9,504

Source: Times Higher Education World University Rankings, 2022.

50 Under 50 whose 2021 edition also has Nanyang 
Technological University, Singapore, at the top. 

Another is the Reuters Top 75, which ranks the 
most innovative universities in Asia-Pacific. Seoul 
National University reigned in its 2019 rankings, with 
criteria including the volume of patent filings and 
research paper citations. Universities from China, 
South Korea, Japan and Singapore rounded out the top 
20.

“I think this competition among young universities 
will sprout further competition in terms of research, 
invention and IP assets,” said Zheng.

Will this trend involving universities from Asia 
continue even after the Covid-19 pandemic?

“I think this will be wait and see as the pandemic 
has caused a shift in talent trends and it is difficult to 
see with all the additional geopolitical aspects as well,” 

said Wong.
“It is difficult to fathom if the surveys have taken 

the pandemic situation into account,” said Jagadeesan, 
“and if it was factored in their analysis of the results.”

However, Jagadeesan added that developments in 
the region, which include increased budget allocations 
for education, ability to raise capital among the 
universities and other favourable opportunities cannot 
be discounted.

The writing is on the wall. Top notch universities 
from Asia are slowly but surely making their presence 
felt in the global map of academic institutions. As they 
establish their footing among the best from the western 
world, one can only anticipate what this will lead to in 
terms of regional and global innovation. Whatever this 
will be, changes are bound to happen in the region, 
nonetheless – in academe and in the IP world. 
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T raditionally, gaming companies have built 
their games from the ground up, creating the 
material, the codes and the engines that allow 

the games to run and function. But a growing number 
of gaming companies are abandoning this model 
in favour of partnering with international studios. 
This partnership has led to mobile game companies 
gaining the rights to develop mobile versions of their 
international studio partners’ famous games.

This has resulted in the generation of sizable fan 
bases from the moment the game gets published. In 
turn, this increases brand recognition of popular titles 
and boosts the size of the market when there are new 
releases related to popular titles, and allows mobile 
gaming companies to produce games that remain 

F E A T U R E S

COPYRIGHT AND THE DEVELOPMENTAL 
CHALLENGES OF MOBILE GAMING 
Gaming was already on the rise, but the pandemic sent the 

industry into overdrive. Excel V. Dyquiangco reports on how 
IP lawyers in China and India are coping with laws that haven’t 

always kept up with technology. 

relevant to gamers.
China and India have both embraced this new 

mobile gaming industry. 
In 2011, Tencent, which is now the largest game 

publisher in the world, paid US$400 million for a 93 
percent stake in Riot Games, the developer of League 
of Legends; four years later, it took full control over 
Riot Games. In 2012, Tencent invested US$330 million 
in Epic Games. In 2018, Tencent snatched up a majority 
stake in Grinding Gear Games. In fact, today there is a 
long list of companies in which Tencent has invested, 
including Ubisoft, Activision Blizzard, Supercell, 
Platinum Games, Yager, Frontier Developments, Kakao, 
Paradox Interactive, Fatshark, Funcom, Sharkmob and 
Discord. 
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“The mobile game industry around the world and 
in China is booming, but game developers face fierce 
competition,” says Mingming Yang, a partner, Wanhuida 
IP in Beijing. “By getting a license from widely known 
properties, a mobile game can attract high attention 
and obtain a huge number of downloads in the short 
term. Chinese game developers Tencent and NetEase 
are betting heavily to obtain the licenses of IP for fiction, 
comics, cartoons and movies in China and worldwide 
to develop mobile games like Tom and Jerry, Game of 
Thrones, Pokemon, Naruto and Dragon Ball.”

Game development in China
With the mix of films being adapted into mobile gaming 
and vice versa, developmental challenges are at hand. 
Yang says that IP owners may face challenges from the 
trademark squatters. 

“Taking the live-action animation Monster Hunt 
as an example, it used to be the highest-grossing 
movie in Chinese film history, but the right owner 
faced difficulties developing and launching a mobile 
game because the name of the movie has already been 
registered by a competitor in terms of providing online 
games on computer networks,” he says. “In China, the 
name of a fiction or movie or the name of the main 
character cannot be protected under the copyright law, 
and the producer eventually got the trademark back by 
claiming the merchandizing interests.”

He says that another issue is that the names of 
some mobile games might not be able to be registered. 
For instance, NetEase developed an extremely popular 
strategy mobile game named Onmyoji that gained more 
than 200 million downloads worldwide and has been 
adapted into a movie, But NetEase encountered refusal 
when applying for registration of the trademark “Ying 
Yang Master,” which is equivalent to the Japanese term 
Onmyoji, because the examiner thought the trademark 
registration of this name may bring negative social 
impact. 

“The registration of the aforesaid trademark was 
eventually obtained by NetEase in March 2019, nearly 
three years after the launch of the game, by submitting 
a batch of evidence showing that the name has acquired 
the secondary meaning through extensive use,” he says. 

Another challenge for the Chinese gaming industry 
is the shortage of Chinese-created IP content with a 
booming market where consumers would be ready to 
spend more on new games.

“We can see a lot of long-lived games with steady 
storylines and characters creating large profits for their 
IPR owners, like Mario Bros. for Nintendo and Solid Snake 
for KONAMI,” says Fabio Giacopello, a partner at HFG 
Law & Intellectual Property in Shanghai. “And such IP 
is currently what the Chinese game industry is in great 
need of. We’ve seen some successful cases like Onmyoji 
developed by NetEase and Honkai Impact developed by 
Mihayo. Yet, it seems not enough. Getting foreign IP 
directly for Chinese gaming companys’ own use seems 
to be an efficient method to solve the problem for the 
time being.”

F E A T U R E S

"The mobile game 
industry around 

the world and in 
China is booming, 

but game 
developers 
face fierce 

competition. 
Chinese game 
developers are 
betting heavily to 
obtain the licenses of 
IP for fiction, comics, 
cartoons and movies 

to develop mobile 
games."

—MINGMING YANG, partner, 
Wanhuida IP, Beijing

"In recent 
years, with the 

strengthening of IP 
protections and multiple 

jurisprudence 
from the Chinese 

courts, this issue of 
game plagiarism 
has been largely 
solved. Gaming 
companies can 

protect their 
assets through trademark, 
copyright and anti-unfair 

competition laws."
—FREDRICK XIE, associate, HFG Law & Intellectual 

Property, Shanghai

"A creator, ideator and 
owner of a game needs 
to ensure that they are 

focusing on holistically 
protecting a game, 

rather than just taking 
piecemeal actions 

to safeguard the 
different aspects of 

a game."
—VASUNDHARA SHANKAR, 
managing partner, Verum Legal, Delhi
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"When you’re searching 
for an IP to work with, you 

should always consider 
their audience. It’s about 
what they want or would 

enjoy – that’s what’s going 
to attract more players."
—NAMRATA 

PAHWA, IP and 
entertainment 

advocate, 
Chambers 

of Namrata 
Pahwa, New 

Delhi

"It goes without saying that IP 
protection on the characters 

and their story is one of the 
most important elements. 
Chinese courts have long 
accepted the rule on the 
copyrightability on the 

general scenes, work of art 
and literary works."

—FABIO GIACOPELLO, partner, HFG Law & 
Intellectual Property, Shanghai

"Measures to address 
copying in the mobile 

gaming industry have so 
far largely placed the 
responsibility on mobile 

gaming companies to 
ensure that their games 
are not being copied." 

—KOK KENG LAU, partner and head of intellectual property, 
sports and gaming, Rajah & Tann, Singapore

"Fantasy sports operate on actual 
players’ performance histories, goals, 
match scores and other such content, 

which may not be part of the 
traditional IPRs, but are protected 

as quasi-proprietary rights or as 
confidential information."

—SUBHASH BHUTORIA, partner designate, L&L 
Partners, New Delhi

"A game’s identity starts 
from its name and then 

moves to its graphics 
and, most importantly, 

characters. While a game’s 
name needs to be picked 

according to trademark 
law, a game’s 
character needs 

to be built 
around keeping 

copyright 
concerns in 

mind."
—MUDIT KAUSHIK, 
counsel, ZeusIP, New Delhi
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He adds: “It goes without saying that IP protection 
on the characters and their story is one of the most 
important elements. Chinese courts have long accepted 
the rule on the copyrightability on the general scenes, 
work of art and literary works. In the meantime, for 
certain elements, which they used to believe non-
copyrightable based on idea/expression dichotomy, 
therefore, had to be granted protection based on anti-
unfair competition law, the court started granting 
certain copyright protection for elements [which were] 
expressed enough.”

Game plagiarism is another developmental 
challenge. This used to cause trouble when people 
plagiarized the most important element in the game 
before developing a similar game with a different ‘skin’. 

“In recent years, with the strengthening of IP 
protections and multiple jurisprudence from the 
Chinese courts, this issue has been largely solved,” says 
Fredrick Xie, an associate at HFG Law & Intellectual 
Property in Shanghai. “The gaming companies can 
protect their assets through trademark, copyright and 
anti-unfair competition.”

He adds that Chinese courts deemed that video 
games constitute a copyrighted work as a work created 
in a way similar to cinematography under the 2010 
copyright law, and that courts would rule on similarity 
issues based on the similarity on the stories, characters, 
maps, scenes, weapons and monsters, among others. 

“In the meantime, if the rule of the game is 
detailed enough so as to become ‘expression’, it is 
also copyrightable,” he says. “On the other side, we 
have certain elements where they don’t constitute 
expression. Chinese courts would use the anti-
unfair competition law to grant protection. Overall, 
plagiarism on a rule of the game originated by the 
developer, though with different characters and scenes 
– and therefore non-copyrightable – would still be an 
act of unfair competition.”

This is echoed by Kok Keng Lau, partner and head 
of intellectual property, sports and gaming, at Rajah 
& Tann in Singapore, who adds that game copying or 
cloning poses a significant challenge to developers in 
the mobile gaming industry.

“Developing a game has been made easier today 
with the advent of state-of-the-art technology,” he 
says. “There are many easy-to-use programmes and 
tools to develop games that are readily available on 
repositories such as Github and Ubuntu. The relative 
ease and low cost of developing mobile games have, on 
the other hand, also made it easier for a mobile game 
developer to copy elements of a game and pass it off as 
their own in order to generate revenue at the expense 
of the mobile gaming company that owns the IP to the 
mobile game that is copied.”

He adds: “Measures to address copying in the 
mobile gaming industry have so far largely placed the 
responsibility on mobile gaming companies to ensure 
that their games are not being copied. Apple’s App Store 
and Google Play both have reporting systems in place 
for application developers to report an application that 

they believe infringes on their IP rights.”
In solving these challenges, Lau says that mobile 

gaming companies should be proactive in developing 
an effective and robust IP strategy. 

“They should consult IP lawyers with the relevant 
experience to help identify what IP in their games 
should be protected and to advise on the best and most 
cost-effective way to obtain such protection, to monitor 
any infringing activities and to take the appropriate 
enforcement action,” he says. “An integral part of a 
good IP enforcement strategy also needs to include the 
educational aspect – building awareness among the 
industry as to the importance of respecting IP.”

Finally, Lau says, the enforcement of IP should 
also take steps to ensure that fans of the mobile games 
are not alienated and continue to remain engaged 
positively. “It is common to see artwork, websites and 
videos based on the IP of popular mobile games made 
by fans to show their support for the game. On the other 
hand, there may be some who will exploit the IP of a 
mobile game to seek commercial gain for themselves 
by creating their own spin-off products and content. 
A balance ought to be struck between allowing fans to 
express their support by creating works that display, 
identify and discuss the mobile game, and preventing 
them from misusing the IP for commercial purposes.”

India’s booming industry
In India, the number of online game developers rose 
to around 300 in 2020 from a mere 25 in 2010. Because 
of a growing pool of talented IT engineers, India is 
becoming a popular backend development centre for 
gaming companies like Rockstar Games, Baazi Games 
and Paytm.

Given the high growth potential of the gaming 
industry in India, many foreign entities are exploring 
possibilities to set up operations in the country. 
Similar trends are reflected in many industry-related 
research reports which say that several global gaming 
firms have opened offices in India or have signed 
distribution agreements with leading Indian mobile 
game developers in order to distribute their products 
in India. While operating gaming businesses is easier 
in countries where gaming is legal, operators face 
challenges in India, where laws are more stringent. 
With the advent of social and casual games both offline 
and online, the gaming industry can now be said to 
comprise two verticals – gambling in both traditional 
and online forms, and skill-based social or casual 
gaming. However, under certain Indian laws, gambling 
activities are referred to as gaming.

Subhash Bhutoria, partner designate at L&L 
Partners in New Delhi, says that the developmental 
challenges that the gaming industry face include 
incorrect and incomplete or illegitimate contracts, 
the use of generic words as brands or trademarks, and 
third-party IPRs and proprietary data.

“Having appropriate service or developers’ 
contracts with the game developer can significantly 
reduce the challenges faced on account of incorrect 
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or incomplete assignment of rights and their 
enforcement in India,” he explains. “White labelling of 
gaming software can also be a challenge in cases where 
the gaming company is not adequately permitted 
to enforce its rights against third party infringer. 
Incorrect, incomplete or inadequate assignments 
and licenses pose one of the major challenges for the 
gaming companies.”

There is another challenge in terms of branding. 
“Most gaming companies use generic terms such as 
rummy, poker, ludo (a strategy board game derived from 
the Indian game Pachisi) or cricket, prominently, as 
their brands or trademarks,” he says. “The companies 
should adopt and use distinctive brands and marks, 
and preferably conduct pre-conflict checks, before 
launching the game in India.”

In terms of third-party IPRs and proprietary data, 
“with the growth of fantasy sports and involvement 
of personalities and fictional characters in gaming, it 
is crucial to recognize and obtain permission to use 
third-party IPRs,” he says. “Often gaming companies 
use photographs, players’ names or other indicators 
such as a player’s jersey number or sound recordings 
in the gaming format or for promotion and advertising, 
which may violate the owner’s exclusive rights. Mobile 
games such as fantasy sports operate on actual players’ 
performance histories, goals, match scores and other 
such content, which may not be part of the traditional 
IPRs, but are protected as quasi-proprietary rights or 
as confidential information, in various jurisdictions. 
Use of such content without permission may pose a 
challenge to the gaming company using the content.”

According to Mudit Kaushik, counsel at ZeusIP in 
New Delhi, archaic, lagging laws are also a challenge, 
since innovation and creativity do not always go hand 
in hand with the pace at which laws might evolve. 

“The importance trademark law has garnered 
over the last decade or so can be clearly evidenced 
from recent developments,” he says. “A game’s identity 
starts from its name and then moves to its graphics 
and, most importantly, characters. While a game’s 
name needs to be picked according to trademark law, 
a game’s character needs to be built around keeping 
copyright concerns in mind.”

He adds: “Unfortunately, the scope of such 
protection under the copyright law for a character, 
graphical representation of a game or even its sound, 
story, etc. is quite unclear. With growing access and 
exposure of both brands and content, it is becoming 
increasingly difficult for creators of copyrightable 
content and proprietors of brand names to successfully 
and effectively protect their IP.” 

With such challenges, Vasundhara Shankar, 
managing partner at Verum Legal in Delhi, says that 
a game must be protected in all aspects of IP rights – 
patent, copyright and trademark, alike.

“A creator, ideator and owner of a game needs to 
ensure that they are focusing on holistically protecting 
a game, rather than just taking piecemeal actions 
to safeguard the different aspects of a game,” she 

says. “Additionally, merely protecting the intellectual 
property of a game will not suffice unless the proprietor 
actively enforces it against third-party offenders. It 
may also not be incorrect to state that out-of-the-box 
ideas may be required to enforce rights. If the owner of 
a game has financial resources, it must have an internet 
investigation team which reviews games by third 
parties and especially direct competitors. Other game 
owners may consider outsourcing such activity to 
third-party vendors, which will be economical yet still 
yield effective results. Indeed, this is just an illustrative 
solution and other enforcement strategies can be 
devised based on the circumstances and resources in 
place.”

For Namrata Pahwa, IP and entertainment 
advocate at the Chambers of Namrata Pahwa in New 
Delhi, enforcing IP Rights in mobile gaming is about 
finding or collaborating on the right IP. 

“When you’re searching for an IP to work with, 
you should always consider their audience,” she says. 
“It’s about what they want or would enjoy – that’s what’s 
going to attract more players. Thereafter we come to 
the most important part of enforcement – licensing. 
There is currently no industry standard relationship 
between studios and developers, so license terms can 
take many forms. Some studios might give developers 
free rein to produce any type of game they wish, while 
others carefully approve each project to ensure it 
matches the branded experience.”

While the U.S., China and South Korea still top 
the prize earnings charts in the esports arena, India is 
slowly finding its feet in the space. Already, the most 
popular global games are also finding favour there, 
such as the FIFA series of games, Counter Strike, 
Fortnight, Call of Duty, PUBG and Dota. The world of 
competitive video-gaming was already a billion-dollar 
industry in 2019. The pandemic, although not quite a 
black swan event, has transformed the fortunes of the 
gaming sector exponentially, generating interest in the 
sector from newer sources every day.

Pahwa adds: “How esports will get cemented in 
our lives is still uncertain. It may start in unexpected 
ways, perhaps with the collision of the worlds of 
traditional sports and esports: the International 
Olympic Committee has said that esports based on 
traditional sports such as football could be considered 
a sporting activity in future; and in early bids for the 
2024 Olympics, the chair of the Los Angeles Olympics 
committee – which Paris eventually won; Los Angeles 
will host the 2028 Olympics – had even floated the idea of 
using augmented reality and virtual reality technology 
to make the global sporting event more accessible to 
younger audiences. All this essentially means that we 
must brace ourselves for the protection of new subject 
matter, and by corollary, new legal challenges as well. 
India is exploring this territory on the industry side; it 
is time for our courts to start preparing too.”
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Technology has evolved in extraordinary ways. 
Brain interfacing, for one, has been gaining 
traction since Elon Musk’s investment in 

Neuralink, a project with the mission to develop a 
brain-computer interface (BCI) that improves human 
communication in light of AI. Moreover, Facebook also 
has plans for a game-changing BCI technology that 
would allow for more efficient digital communication.

While brain interfacing technology can boost 
creativity since it has the ability to enhance the human 
brain, such technology, however, also decentralizes 
the autonomy of an individual in his innovation and 
creation. 

“The main concern herein would be the difficulty 
in pinning the exact moment of creation of the thought 

F E A T U R E S

BRAIN INTERFACING, COPYRIGHT 
AND THE PATENT SYSTEM 

Brain interfacing has been gaining traction since Elon Musk’s 
investment in Neuralink. Lawyers discuss how future brain-

computer collaborations might affect copyright and patent laws 
with Excel V. Dyquiangco.

or determining the exact individual from whom 
the thought originated in order to determine the 
authorship or inventorship since brain interfacing 
would involve merging multiple people’s thoughts as 
computer bits on a server to conceive an invention,” 
says Saumya Kapoor, an IP attorney at Adira Legal 
in Delhi. “It would also be improbable to determine 
the ownership when the volume of thoughts would 
multiply. Thus, the main question which would arise 
with brain interfacing would be, who is the owner of 
the thought generated in brain interfacing? Moreover, 
misappropriation of the innovative or creative work 
of an individual by a goliath with access to such brain 
enhancement technology would also pose issues.”

With both copyright and patent law founded on the 
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principles of protecting the creativity and innovation 
of an individual who produces or invents something, 
the India patent law entitles the true and first inventor 
to apply for patents, either jointly or with other people.

In the present times, it is not just an individual who 
creates but it is the amalgamation of his surroundings 
that help him create. However, while on paper it is the 
individual who creates, in reality, most of the creations 
or inventions are owned or used by others, either by 
virtue of an assignment of rights from the owner 
himself or through the concept of work for hire. Thus, 
the contemporary legal structures already encompass 
within themselves the ability to assign the rights of the 
individual to an organization, company or group.

“Hence, in the case of protection of creations 
developed via brain interfacing, the ownership might 
have to be determined by according protection to 
not just one autonomous individual, but towards a 
more enhanced non-individualized ownership,” says 
Kapoor. “This will lead towards a system which favours 
corporate ownership of creativity. For creations 

attributed to brain interfacing, another issue that 
could arise is determining the owner in case of an 
anonymous worthy contribution. Protecting the rights 
of such owners might prove to be challenging and we 
might have to take recourse in protecting the inventors 
as john doe or jane doe in such cases.”

She adds: “Another way in determining ownership 
may be if artificial intelligence is allowed to be listed 
as an inventor, as brain interfacing patents may also 
come within the same umbrella. Essentially, the final 
output may be created by AI after accumulating all 
the ideas from the other brains in the brain net and 
then transferring a refined version of this concoction 
of ideas to the receiver brain. Thus, patent laws have 
to take into account the possibility of including and 
allowing AI to be listed as an inventor. In any case, an 
AI dependent world is inevitable in the future.”

Avanee Tewari, a senior associate at Chadha 
& Chadha in Delhi, says that with brain interfacing, 
what is actually protected would be the outcome of a 
group of individuals’ thought. Instead of protecting 

"The burden of proving 
inventorship – to prove 

whether a person 
merely contributes to a 
patent claim, or to the 
heart of the invention 

– should be placed 
on the parties who 

claim inventorship to 
an invention. These 

parties should produce 
evidence on their 

respective input to the 
melded thought."
—YINGYING ZHU, a partner, 
Beijing Mingdun Law Firm in Beijing

"In protecting creations 
developed via brain 

interfacing, ownership 
might have to be 

determined by according 
protection to not just 

one autonomous 
individual, but towards 

a more enhanced 
non-individualized 

ownership. This will 
lead towards a system 

which favours corporate 
ownership of creativity."

—SAUMYA KAPOOR, IP attorney, 
Adira Legal, New Delhi

"With respect to the 
patent system promoting 
the progress of science 

and useful arts, it would 
continue to do the same, 

but patent systems would 
need to be more robust 

than ever to include 
several possibilities 

of claims from all the 
brains in the brain net 

contributing to the final 
output."

—AVANEE TEWARI, senior associate, 
Chadha & Chadha, New Delhi
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an individual’s intellectual property, it would be 
protecting the intellectual property of the brain 
nets such as multiple brains connected together via 
computer interfaces.

“With respect to the patent system promoting the 
progress of science and useful arts, it would continue 
to do the same, but the patent systems would need to be 
more robust than ever to include several possibilities of 
claims from all the brains in the brain net contributing 
to the final output,” she says. 

She adds: “Nowadays since there is much talk about 
the possibility of AI being listed as an inventor, the same 
may lay a path for brain interfacing to merge into the 
patent laws. In a way, the final output is being created 
by an artificially intelligent system, including machine 
learning algorithms, that is then being transferred to 
the final brain via BCI. Keeping in mind the fact that 
more machines are being created with better learning 
capabilities and autonomous thinking, granting patent 
rights to AI-generated inventions, including the 
inventions that are a result of brain interfacing, would 
act as a catalyst for superior improvements in every 
field, which would have otherwise been impossible to 
obtain or would have taken a long time if relied solely 
on human ingenuity.”

The actual deviser in brain interfacing 
Taking the identifying of inventorship in the patent 
system as an example, the inventor of a patent invention 
should be “the actual deviser”, namely, “the natural 
person who came up with the inventive concept.”

Therefore, in the collaborative environment 
created by brain interfacing, where multiple people’s 
thoughts are melded, the determination on who merely 

F E A T U R E S

contributes to a patent’s claim and whose contribution 
goes to the heart of the invention becomes increasingly 
challenging, says Yingying Zhu, a partner, Beijing 
Mingdun Law Firm in Beijing. “When this happens, 
the burden of proving inventorship – to prove whether 
a person merely contributes to a patent claim, or to 
the heart of the invention – should be placed on the 
parties who claim inventorship to an invention. These 
parties should produce evidence on their respective 
input to the melded thought. Then an adjudicator is to 
examine the parties’ evidence and form a view as to the 
identifying of inventorship. Considering this would be 
a very tough job for a human adjudicator to complete 
as multiple parties and a large volume of data might 
be involved, a robot adjudicator-assistant, enabled by 
the brain interfacing technology to read the minds 
of the human adjudicator, should, at some point, be 
introduced into the system to help sort out the facts.”

Currently, if a singular person contributes 
materially to at least a single claim made in the 
invention, they can be listed as an inventor in the same. 
However, with the introduction of brain interfacing, it is 
aiming towards interlinking thoughts and ideas which 
would have been collaboratively brought together as a 
team.

“The basis of the invention can only be broken 
down to terms of how we see the single computer 
at the moment, with a motherboard and a singular 
processing chip,” adds Kapoor. “In a situation where 
we were to add more processing chips, so as to 
enhance the computational prowess, it would be 
difficult to assess with just the final product as to which 
chip did more work until we check all transmission 
medium and check the logic gates even. The problem 
arises when not just two chips but perhaps a server or 
supercomputer with thousands of procession chips are 
being used together. Until we are able to see how every 
command flows through every specific processing chip 
we will not be able to decipher the output.”

She adds: “Keeping the above in mind with respect 
to brain interfacing, to actually protect individual 
identities or contributions to an advanced patent, we 
will need to study and analyze the neuron flow within 
every brain to be able to decipher what the thought 
process of every single brain was to identify their exact 
contribution to the output. While this may sound like 
a distant reality currently, at the pace with which we 
are seeing technological development, this is only the 
future.”

What does the future hold for brain interfacing?
“While this new technology will be facilitating 
communication of thoughts and social collaborations, 
it could also have significant impacts on ethics, 
freedom of thought and expression, right to privacy, 
the IP system, to name a few,” says Zhu. “Legislators 
should take an in-depth examination of the technology 
and devise a legal framework that could utilize brain-
computer interfaces to enhance the progress of science 
and useful arts rather than limit it.” 
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Season two of the sci-fi series Black Mirror, 
which premiered on Netflix almost eight years 
ago, had an unsettling episode about grief. The 

show introduced audiences to Martha, a young woman 
grieving the death of her boyfriend, Ash, in a car 
accident. Soon, Martha learns about a digital service 
that enables her to connect with a chatbot version of 
her late partner at his funeral. She agrees to it, although 
reluctantly.

Interestingly, the digital service used on the 
show can now apparently work in real life. In January 
2022, Microsoft secured a patent for an app that 
could effectively reincarnate people as a chatbot. The 
machine tech behemoth patented “conversational” 
chatbots based on a single human, living or dead. 

F E A T U R E S

CHATBOTS: 
A WAY TO IMMORTALIZE THE DEAD?
When Microsoft secured a patent for conversational chatbots 
to mine data from a person’s social media history, observers 

wondered how it might affect the person’s intellectual property 
rights. Excel V. Dyquiangco reports.

Like the app on Black Mirror, the technology will 
collect data from a person’s social media posts and text 
messages.

Creepy, isn’t it? 
Andrew Cobden, counsel at Hogan Lovells in 

Hong Kong, explains: With the invention directed 
at creating a conversational chatbot of a specific 
person interacting with a human user emulating the 
personality of a particular person, it takes information 
about a specific person from social data (images, voice 
data, social media posts, electronic messages, written 
letters) in order to formulate responses to a human 
user’s input.

“The specific person being emulated could be 
a friend or a relative of the human user, a celebrity, 
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a fictional character or a historical figure,” he says. 
“The social data is used to create a personalized chat 
index that contains personality information about the 
person. The index is used to train the chatbot to interact 
conversationally using the personality information of 
the specific person. This is used to enable the chatbot 
to converse in the theme or character of that specific 
person’s personality. For example, conversation can 
include verbal conversation drawing from audio 
samples of the specific person’s voice in addition to 
text communication.”

He adds that a 2D or 3D model may also be created 
of that specific person using images and/or video 
data associated with that person, where the data in 
the personality index relating to that specific person 
is insufficient to enable the chatbot to respond to a 
certain human user’s input. 

“With this, the chatbot can formulate and ask 
questions of the human user to deal with the missing 
data,” he says. “The chatbot could also be programmed 
to draw from other data related to other people deemed 
to be ‘similar’ to the specific person, or more generic 
databases which may contain data from a broader class 
of people.”

What are its implications?
Legal implications will mainly depend on the national 
law of the place where the chatbot is being used, says 
Cobden. “The chatbot operator will need to check if 
the chatbot is using copyright material. For example, 
there could be copyright in the social data being 
accessed and processed by the chatbot. Any text or 
recorded media created by or about the specific person 
may attract copyright. Copyright usually subsists for a 
period of time – perhaps 50 or 70 years – after the death 
of the author, so social data of deceased people may 
also be covered. Subject to any fair use or fair dealing 
exceptions or licences provided by the terms of the 
social media platform, downloading and processing 
the social data without the permission of the author 
may infringe copyright in the data.” 

He adds: “In addition, there could be copyright 
in any photos, videos and sound recordings of the 
specified person which the chatbot uses to formulate 
conversational responses.”

Cobden notes that in some countries, personality 
or image rights are protected so, for example, a 
celebrity may be able to object to their personality 
being used by a chatbot. 

In Hong Kong and other countries with laws 
based on English law, a celebrity may be able to rely 
on the law of passing-off, which protects goodwill, to 
argue that the chatbot operator is misrepresenting 
that the celebrity has endorsed the chatbot. If the 
specified person is not a celebrity, this action may not 
be available to them. 

“After death, passing-off is still available to the 
estate of the dead person,” says Cobden. “However, a 
passing off action may fail if the celebrity has been dead 
for some time for the reason that his or her goodwill 

has dissipated over time. In some cases, celebrities 
have registered trademarks for their names and, in 
those cases, the chatbot operator may need to have a 
licence from the trade mark owner to use his or her 
name in particular situations.”

In other jurisdictions, such as the United States, 
there are specific personality rights that protect a 
person’s image and likeness from being commercially 
exploited without permission. Some states in the U.S. 
also recognize a post-mortem personality right. In 
China, a person’s image and name are protected by 
the Chinese Civil Code and it may also be illegal to use 
a deceased person’s name for commercial purposes 
without permission.

The challenges with this new technology
For Nanki Arneja, a senior associate at Chadha & 
Chadha in New Delhi, while the subject patent in its 
broadest sense may appear to be legally tenable under 
the patent regime of some countries, the possible 
use of “reincarnation chatbots” presents a variety of 
challenges, both legal and moral. 

“The most important question of consent for use 
of personal data remains a matter of conjecture once a 
person has been put to rest,” she says. “Further, with 
the introduction of this technology, several issues 
pertaining to who shall possess the rights to reboot 
the digital persona of the deceased also need to be 
addressed. Moreover, the post-mortem rights of a 
person as recognized in several countries may also 
pose integral challenges to the implementation of the 
said technology. Another issue raised by legal experts 
pertains to the perspective of seeking profits from the 
dead. In case the subject technology monetarily charges 
a person to digitally revive their deceased loved one, it 
poses moral issues pertaining to commercializing the 
agony of individuals. 

She adds that another issue of significant 
conjecture pertains to the scenario in which an 
emulating chatbot doesn’t have enough data to 
provide an answer on a specific topic, crowd-
sourced conversational data stores may be used 
in conversations, which may contradict the actual 
personality of the deceased. 

“Thus, the inherent nature of the said technology 
may not provide individuals with authentic 
conversations with the departed,” she says.

Ankita Sabharwal, an associate at Chadha & 
Chadha, says that with several data-specific legislations 
such as the General Data Protection Regulation (GDPR) 
recognizing the “right to opt out” as an integral right of 
data protection, it is unclear whether the loved ones of 
the departed shall be able to prevent them from being 
converted into chat bots. 

“Several experts have also raised questions 
pertaining to the psychological effect this technology 
may have on grieving individuals,” she says. “Another 
significant issue pertains to whether these AI-powered 
chatbots can be equipped with elements of emotional 
intelligence. Since these bots are aimed at emulating 
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"The use of 
data and other 

personality 
traits of a 

person without 
permission 
would raise 

privacy issues 
and personality 
rights claims."
—RANJAN NARULA, 

managing partner, RNA, 
Technology and IP Attorneys, 

Gurugram

individuals, both alive and dead, it is integral that 
these autonomous robots be sensitive to specific 
changes in environmental factors as well as factors 
of the surrounding environment. Thus, it is still 
unclear whether specific changes in the surrounding 
environment trigger programmed reactions of 
advanced artificial emotional intelligence in these chat 
bots, which remains integral to their functioning.”

Ranjan Narula, managing partner at RNA, 
Technology and IP Attorneys in Gurugram, adds that 
when “borrowing” a person’s personality, the patent 
infringement claim will assess whether a third party 
has, without authorization, copied the technology, and 
not the underlying data that would help the technology 
to deliver the final result. 

“The use of data and other personality traits of a 
person without permission would raise privacy issues 
and personality rights claims,” he says. 

Moreover, he adds that one of the major challenges 
would revolve around ethical issues as the technology 
controls virtual existence of a person and somewhat 
goes against the law of nature by creating a virtual 
personality of a dead person. 

F E A T U R E S

“Collection of data by mining the online social 
media platforms and other news reports and writings 
raises privacy issues,” he says. “Building a prototype 
based on the technology is anticipated to face 
regulatory hurdles and, once launched in the market, 
there is also a risk of illegal activities and data privacy 
issues. To deal with privacy issues, a user’s permission 
for the creation of a chatbot for their profile would be 
necessary.”

The future of chatbots
“In the case of the plans of that company, the patent 
does indicate that the possibilities for artificial 
intelligence have advanced from robots to creating 
virtual and interactive models of real people,” says 
Arneja. “In case these chatbots are eventually used to 
immortalize the dead, it shall be path-breaking in the 
domain of AI development.”

For Narula, this is still a disruptive technology. 
“This is disruptive technology which would require 
a number of legal and ethical hurdles to be crossed 
before this can be rolled out. The news reports suggest 
that they do not have plans to build products based on 
the technology.” 

"The chatbot operator 
will need to check if the 

chatbot is using copyright 
material. For example, 

there could be copyright 
in the social data being 
accessed and processed 
by the chatbot. Any text 

or recorded media created 
by or about the specific 

person may attract 
copyright."

—ANDREW COBDEN, counsel, Hogan 
Lovells, Hong Kong

"With the 
introduction of 

this technology, 
several issues 

pertaining to who 
shall possess the 
rights to reboot 

the digital persona 
of the deceased 
also need to be 

addressed."
—NANKI ARNEJA, senior 

associate, Chadha & Chadha, New 
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With the number of live streams and videos on 
different social media platforms increasing 
dramatically, many celebrities and artists 

have built a larger engagement with fans, given the 
massive increase in the number of people tuning into 
live streams. For instance, when India launched on 
Instagram, through its Instagram Live feature, a virtual 
music festival bringing together 14 popular Indian 
artists, such as Armaan Malik, Lisa Mishra, Naezy, 
Arjun Kanungo and others, encouraging users to sit in 
their living rooms and experience live music, the social 
platform reported a massive 60 percent rise in its live 
views. 

But with such live streams and videos comes 
social responsibility. As Benjamin Cheong, a partner 
at Rajah & Tann in Singapore, points out, every 
country has internet content laws and regulations 

F E A T U R E S

HOW LIVE STREAMING CAN EXPOSE YOU 
TO CHARGES OF COPYRIGHT INFRINGEMENT

Just about anybody can be a live streamer these days. 
Excel V. Dyquiangco explains how posting live streams and other 
videos on social media can be fraught with danger for those who 

aren’t aware of the role of copyright and other IP laws. 

and the requirements and prohibitions of the laws 
and regulations in each country are different. While 
Singapore has the Internet Code of Practice which 
states that “prohibited material” includes materials 
that “depicts nudity” and “glorifies, incites or endorses 
ethnic, racial or religious hatred, strife or intolerance,” 
Indonesia has the Indonesian Copyright Law which 
requires a specific permit from the copyright owner 
or copyright holder because under Article 9 of the 
Indonesian Copyright law, the owners or the holders 
are exclusively entitled to an economic right of the 
creation.

“Given the very nature of live streaming, the 
person who is doing streaming may inadvertently put 
out content that is prohibited by law – for example, 
making a statement that may be seen to be endorsing 
hatred against a certain race in Singapore,” says 
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Cheong. “Such statements are quickly broadcast and 
viewed by many users and the person would not be 
able to retract these statements. The risk of breaching 
these laws and regulations can be very real. Also, given 
that the live stream can be viewed by people in other 
jurisdictions, there is a risk that the person doing the 
streaming may be in breach of the laws of another 
country.”

He adds: “For live streaming for e-commerce, it is 
also important to be aware of advertising and consumer 
protection laws that may apply. For example, care 
should be avoided to make any false advertisements or 
misrepresentations when conducting live streaming.”

For his part, Justisiari Perdana Kusumah, 
managing partner at K&K Advocates in Jakarta, says, 
“In an app, like TikTok or Instagram, the act of using 
or transforming or rearranging or making publicly 
available to enjoy such as copyright works will be subject 
to the said copyright law. Therefore, it is compulsory 
for whoever conducts the streaming or live streaming 
by using this application to obtain a preliminary permit 
from the copyright owner or copyright holder.”

When live streaming
Cheong says that when living streaming, content 
creators or artists should be aware of the internet 
content law and regulations of the country and also 
be familiar with the user terms and conditions of the 
platform that they are doing the live streaming.

“These will let you know what a person can or 
cannot do when using their platform, including live 
streaming on their platforms,” he says. “It is important 
to be sure that the content that you create is either 
owned by you, licensed to you or that it is free for use. 
This is important if you incorporate content made 
by others in your live stream, such as photos, songs, 
videos and text.”

He adds that although there is a lot of 
misconception among internet users about the use of 
third-party content in their own live stream or content 
– misconceptions such as if it’s available on the internet, 
I am free to copy and reuse it or I am not charging for my 
live stream and therefore it is fine for me to reuse it as I 
do not make a profit out of it or I am allowed to reuse the 
content of others as long as I attribute it to the owner of 
the content –these assumptions may not hold true in all 
situations and care should be taken before using third-
party content.

“Always check the source of the content and 
see if it is available for free,” he says. “If in doubt, get 
permission from the original content owners or do not 
use it at all. I have seen many individuals who receive 
legal letters demanding for large amounts of damages 
for using content in an unauthorized manner.”

Kusumah adds that while it is important for the 
content publisher or parties who wish to conduct a 
live stream in any application to obtain a preliminary 
consent as a show of good faith, the content publisher 
should not wait until being contacted by the owner or 
holders of the copyrighted works. 

“We never know whether they will contact you 
in order to establish a business proposal, or whether 
they will contact you as part of their litigious attempt 
in enforcing their rights,” he says. “The use of such 
copyrighted works without a proper license or proper 
permit might expose the content publisher or the 
parties who conducted the streaming or live streaming 
to serious legal consequences.”

Once the content creator is using, multiplying 
the number of creations, adapting, rearranging, 
transforming, announcing the creation, or 
communicating the creations in any means, then he is 
liable for infringement if done without proper consent 
from the copyright owner. 

“That is the parameter that content publishers 
and live streamers have to fully understand,” Kusumah 
says. “Once the content publisher finds out they are 
liable for infringement, I would suggest that the parties 
or the content publisher contact the relevant owner 
or holder of the copyrighted works to show good faith 
and that they take responsibility for their action. If 
you, for whatever reason, delay such communication 
with the relevant owner or holder of the copyrighted 
works, it might expose you to a very serious sanction 
or fine or even imprisonment, as stipulated under the 
Indonesian Copyright Law.”

Screen recording and other issues
With the advancement of technology, there are now 
many ways in which an individual can ‘screen record’ 
videos, photos or anything else on their phones and 
laptops. What this screen recording essentially, does 
is, record whatever is on the screen. At times, the 
application doing such screen recording also records 
the sounds played on the phone and stores the final 
product on the phone for the user to have access to at 
any point of time.

When an artist or multiple artists perform on 
Instagram or YouTube live, with the help of such screen 
recording apps, an individual can, without permission, 
record the entirety of the performance and save the 
recording to be uploaded on social media platforms. 
This clearly violates the copyright vested with the artist 
over their performance. 

“We can understand this more easily by comparing 
it to when a person attending a concert records the 
entire concert or parts of the concert to be uploaded 
on YouTube or Instagram without the permission of the 
artist or the production company which might own the 
songs the artist performed during the concert,” says 
Raghav Malik, a partner at Lall & Sethi in New Delhi. 
“Such an act would amount to copyright infringement. 
Similarly, in live videos, when you screen record the 
artist’s performance, save such video on your device 
and upload it to Instagram or YouTube, these acts 
could also amount to infringement. Such upload of 
content, which is the intellectual property of the artist, 
the composers, the record label, and being displayed 
to an audience cannot be considered the creation of 
the uploader and is copying another individual’s work. 

F E A T U R E S
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"While 
publishing 

content, one 
is expected 
to have all 
necessary 

legal rights to any content 
or live stream, including 
permissions from third 
parties. They are made 
to agree to reimburse 
the platform for any 

legal expenses incurred 
from the breaches of those 
representations, including 

unintentional ones." 
—GOVIND CHATURVEDI, trademark attorney, 

L.S. Davar & Co., Kolkata

"Always 
check the 

source of the 
content and see if 

it is available for 
free. If in doubt, 
get permission 

from the original 
content owners or 
do not use it at all. 

I have seen many individuals who 
receive legal letters demanding for 

large amounts of damages for using 
content in an unauthorized manner."

—BENJAMIN CHEONG, partner, Rajah & Tann, Singapore

"The use of such copyrighted 
works without a proper 
license or proper permit 

might expose the 
content publisher or the 
parties who conducted 

the streaming or live 
streaming to serious 

legal consequences.”
—JUSTISIARI PERDANA 

KUSUMAH, managing 
partner, K&K Advocates, Jakarta

"Recording a concert to 
be uploaded without 
the permission of 
the artist would 

amount to copyright 
infringement. 

Similarly, in live 
videos, when you 
screen record the 

artist’s performance 
and upload it to 
Instagram or 

YouTube, these 
acts could also 

amount to 
infringement." 

—RAGHAV MALIK, partner, 
Lall & Sethi, New Delhi

This prima facie may be considered a violation of the 
principles of copyright which requires originality/non-
copying for the owner to claim a right over the work.”

He adds that it doesn’t matter whether such 
screen recording of a live performance was done for 
non-monetary or non-commercial purposes. Even in 
these situations, unless permission has been given by 
the performing artists or the owner of the copyright, 

the act of screen recording such performances will 
amount to copyright infringement.

“It is important to note that all these copyright 
infringement implications pose a big threat to the 
content creator and, thus, puts the live streaming in a 
major risk as all the above inferences amount to blatant 
violation of the basic principles of copyright,” he says. 
“There are other issues as well, for instance, including 
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the issue of consent, accidentally releasing the content 
creator’s location, revealing intimate information and 
not knowing who is watching.”

Instagram’s Terms of Use and Community 
Guidelines also notes that a user must only post content 
on Instagram that is non-violative of the copyright or 
other intellectual property rights of others.

“Perhaps the best mode for ensuring this is by only 
posting content that is the uploader’s own creation,” 
says Malik. 

Malik notes that even with precautions, there 
remains a possibility of infringing copyright belonging 
to someone else while posting video or performing a 
live stream on Instagram or other social media in the 
following situations:

•	 The uploader has purchased or downloaded 
such content, such as a song from Spotify or 
Soundcloud; 

•	 The uploader has recorded such content onto 
their own device; 

•	 The uploader has provided accreditation to the 
copyright owner; 

•	 The uploader has included a disclaimer citing that 
no copyright infringement was intended; 

•	 The uploader is unintentionally obtaining profit 
from such video or streaming; 

•	 The uploader has altered or modified the video or 
live streaming background or added an original 
element to the video or live stream;

•	 The music in the video or background of the live 
stream has been obtained from the internet; or

•	 The uploader saw others uploading the same video 
or performing the stream in a similar manner;

•	 The uploader thought the action was protected 
under fair use.

He adds that, therefore, before posting a video or 
streaming live, one needs to ascertain:

•	 If  he is the creator of such music in the 
background;

•	 If he is allowed to use the music included in the 
video or live stream;

•	 Whether the use of the music comes within the 
ambit of exception to copyright infringement; 
and

•	 Whether such background music has copyright 
protection

“Generally, it is a good idea to obtain written 
permission from the author of such music prior to 
including it on any video or live stream on social 
media,” says Malik. “The uploader might have the 
ability to use someone else’s music on the platform if 
he has obtained permission prior to the inclusion, such 
as by acquiring a license. The user may also be able to 
use someone else’s music if the same is in the public 
domain, and comes under fair use, or is excepted from 
copyright.”

Other legal issues
Govind Chaturvedi, a trademark attorney at L.S. Davar 
& Co. in Kolkata, says that whether the live streamer 
is a professional entertainer or just connecting with 
friends and family, broadcasting and sharing content 
online raises many legal issues, including intellectual 
property, publicity rights, commercial speech, and 
contractual terms of service.

“Digital content creators should be cautious with 
what they publish,” he said. “One must be aware of 
the fact that when they sign up for an online service 
or platform, they most likely contractually agree to 
their terms of service, through which they agree to 
license a host of their legal rights, including copyright, 
trademark and publicity rights, to the company and 
affiliate with respect to any content they upload, so that 
it can be shared and viewed by the platform operators 
and others users on the platform.” 

He adds: “Moreover, while publishing content on 
such a platform, one is expected to have all necessary 
legal rights to any content or live stream, including 
permissions from third parties, and they are made to 
agree to reimburse the platform for any legal expenses 
incurred from the breaches of those representations, 
including unintentional ones. Apart from this, one must 
avoid the express feature of a third-party trademark in 
the live stream, and should not indulge in misleading 
their audience through misrepresentation or deceptive 
advertisements.”

With the commercial and promotional 
opportunities for live streaming the events growing 
along with the popularity of streaming providers, the 
uncertainty surrounding the raw nature of the content 
threatens the potential for event planners to incorporate 
and monetize live stream content in post-event media, 
sponsorship packages, or other video opportunities. 

“For events, such as concerts, the legal aspects of 
streaming one should consider before they start include 
the consideration of public and private spaces and 
whether there is the reasonable expectation of privacy, 
every individual’s right to publicity, and intellectual 
property, or copyrighted material being captured in the 
stream,” says Chaturvedi. “The easiest way to go about 
such streams is to plan ahead in order to make sure 
that the possibility of infringing and attracting legal 
consequences is eradicated right in the beginning.”

To best guard oneself against trademark or 
copyright infringement, he says, a person must check 
the area that will be visible in their stream for any 
screens, posters, logos, or artwork and schedule their 
broadcast keeping in mind the performances, loud 
music, or sessions that may be covering sensitive 
material. 

“Another thing to be taken into consideration is 
that areas with a high number of people are avoided so 
that the attendees who are being streamed are aware 
of the same. Not having control over the content that’s 
being instantly transmitted to the trusting followers 
and potential leads is definitely something to consider, 
too.” 
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Cryptocurrency (crypto) is a type of digital 
currency which is unregulated and runs on 
the blockchain technology. Some of the more 

popular crypto are Bitcoin, Litecoin, Ethereum, 
Ethereum Classic, Dogecoin, Dash, Ripple, DESO and 
SafeMoon. 

With the use of cryptography, transactions using 
crypto are secured and the transfer of assets is verified. 
Blockchain also helps secure crypto by preventing the 
emergence of counterfeits.

If this is the case, what kind of intellectual 
property protection is needed for cryptocurrencies?

“Although an individual coin on an established 
blockchain like Ethereum or Bitcoin is ‘near 
unhackable,’ the IP surrounding them remains 
vulnerable to infringement,” said John M. Mulcahy, a 
partner at Finnegan, Henderson, Farabow, Garrett & 
Dunner in Washington.

F E A T U R E S

CRYPTOCURRENCY AND IP
As cryptocurrencies gain traction, some of their creators are learning 
difficult lessons in the world of intellectual property protection. Espie 

Angelica A. de Leon examines just how crypto can be protected.

“The brand names surrounding different types of 
cryptocurrency and the innovative ways of creating or 
utilizing cryptocurrency should warrant IP protection 
just as other protectable trademarks and patents,” said 
Eugene Low, a partner at Hogan Lovells in Hong Kong.

The past decade has seen a continued increase 
in the number of patent applications filed before the 
United States Patent & Trademark Office (USPTO) 
involving “Bitcoin” or “cryptocurrency.” The number of 
applications even more than doubled in 2018 compared 
to 2017. Technology startups and established financial 
houses and information technology companies such 
as Bank of America, Goldman Sachs, Microsoft and 
Intel are filing these applications. Some of these are for 
technologies that make crypto transactions even more 
secure, to aggregate various cryptocurrencies, provide 
reward points for cryptocurrency transactions and 
other novel ways of using blockchain. 
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Other jurisdictions, including China, are also 
posting increases in the number of patents granted to 
cryptocurrencies.

“Considering the absence of laws and regulation 
at the moment, it can be said that cryptocurrency 
also requires IP protection since the market for 
cryptocurrency/non-fungible tokens (NFTs) is in 
billions and is growing with each passing day,” said 
Shashi Ojha, managing associate at RNA, Technology 
and IP Attorneys in Gurugram.

In India, said Ojha, there are also pending 
trademark applications for financial services and 
names like Dogecoin, Bitcoin and others. 

According to William Giltinan, a shareholder and 
IP practice group chair at Carlton Fields in Tampa, 
Florida, IP protection for cryptocurrency as an 
invention can be loosely grouped into two categories: 
the design/operation of the blockchain technology 
itself and support technology.

As to the first category, Giltinan said: “To the 
extent that we want cryptocurrency to be widely 
adopted and used, this portion of the technology is 
more likely to spread if it is not protected by patents. 
Having it ‘open source’ makes it easier for companies 
and individuals to implement their own portion of 
the distributed ledger and adopt the cryptocurrency 
into their own wallets and exchanges without fear of 
patent infringement. It also encourages innovation in 
the crypto industry as it allows others to build on the 
blockchain designs that have come before.”

The second category, support technology, 
includes wallets and applications to specific problem 
domains. “For these, IP protection is necessary to 
promote investment in research and development,” 
Giltinan said.

Cryptocurrency: Challenges in IP
The number of applications for patent, trademark, 
copyright and trade secret protection for 
cryptocurrency technologies is rising worldwide. But, 
the picture is not as rosy as it seems. As crypto is a fast-
developing technology, challenges abound.

First of all, cryptocurrency is a global issue. This 
means, an IP owner has to file applications in multiple 
jurisdictions, which makes acquiring IP rights and 
enforcing them particularly expensive.

Many crypto projects also involve collaborative 
efforts without a formal company setup. This means 
questions as to who owns the underlying technology 
are bound to arise, leading to problems. 

And then there is the constant threat posed by the 
internet. “With growing reliance on the internet, online 
or internet theft has also increased. Considering that 
the whole concept of cryptocurrency is on the internet, 
there are high chances of one’s asset being hacked,” 
Ojha said.

In the United States in particular, the protection 
of crypto-related inventions is an even bigger problem 
because of the lack of clarity surrounding their patent 
eligibility.

“Cryptocurrency lies at the intersection of 
software and finance – two areas that have historically 
proved difficult for the patent system to come to 
grips with,” said Mulcahy. “Software-implemented 
inventions and so-called business methods have often 
been found to be too abstract to be eligible for patent 
protection under 35 U.S.C. §101.”

However, Mulcahy added that during the past 
decade, the United States Supreme Court, Federal 
Circuit and the USPTO have tried to shed light to the 
question of when is a software-implemented invention 
patent eligible. Now, under the USPTO’s 2019 Revised 
Patent Subject Matter Eligibility Guidance, there 
appears to be a system for this, allowing the office’s 
8,000-plus patent examiners to be guided as to the 
patent eligibility of a particular invention and apply the 
rules with some consistency.

“Although it’s still a difficult area, we can now 
predict with some certainty whether a given patent 
claim will ultimately be considered patent-eligible by 
the USPTO,” Mulcahy said. 

Yet, the challenges do not stop here. 
“Once a patent has been issued, however, there 

may be difficulties in enforcing it. As with any software 
patent, it can be difficult to determine whether what 
is going on behind the firewall infringes a patent or 
appropriates a trade secret,” said Mulcahy, “You can’t 
stop infringement that you can’t see.”

The very nature of distributed ledger technologies 
– that they are distributed – presents another problem.  

“Each of the nodes in a given network may be 
operated by a different entity, in a different country. 
However, patents and trademarks are territorial, even 
if the blockchain is not. In order to prevail, you need to 
obtain the right IP protection in the right jurisdiction. 
For example, the claims of a U.S. patent should ideally 
be written to cover the portion of the crypto algorithm 
that is likely to be performed by a single US entity. 
If your claims cross borders or cover interactions 
between multiple entities, they will be more difficult to 
enforce,” explained Mulcahy.

He cited other challenges: the difficulty in 
obtaining jurisdiction over a company operating from 
servers overseas, the difficulty of determining (through 
layers of shell companies) who is ultimately responsible 
for marketing a coin whose name is too similar to your 
marquee product, the possibility of an invention’s 
patent eligibility being challenged during litigation and 
an accused infringer finding prior art overlooked by 
the USPTO.

“Fortunately, each of these challenges is 
surmountable,” said Mulcahy, “so long as you address 
them in a timely manner.”

One of the strengths of the US patent system is 
that it was built to accommodate new technologies, he 
says. As such, there have been and there will always be 
growing pains as stakeholders learn how to make the 
system work for them. 

As to copyright, Giltinan said: “U.S. copyright 
protection applies to software. However, recent cases 
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"Cryptocurrency 
lies at the 

intersection of 
software and 
finance – two 

areas that have 
historically 

proved difficult 
for the patent 

system to come to 
grips with." 

—JOHN M. MULCAHY, 
partner, Finnegan, Henderson, 

Farabow, Garrett & Dunner, 
Washington

"The brand names 
surrounding 

different types of 
cryptocurrency and 
the innovative ways 

of creating or utilizing 
cryptocurrency 

should warrant IP 
protection just as 
other protectable 
trademarks and 

patents."
—EUGENE LOW, partner, Hogan 

Lovells, Hong Kong

"The technology is more 
likely to spread if it is not 

protected by patents. Having 
it ‘open source’ makes it 
easier for companies and 
individuals to implement 
their own portion of the 
distributed ledger and 

adopt the cryptocurrency 
into their own wallets and 

exchanges."
—WILLIAM GILTINAN, shareholder and IP 
practice group chair, Carlton Fields, Tampa, Florida

have suggested that copyright protection for software 
may be less broad than was previously thought.”

The future of IP in the crypto world
With the growing number and rising popularity of 
cryptocurrencies, as well as of blockchain and NFTs, 
the world is poised to see an uptick in innovation and 
IP-related activities. 

“We now see more cryptocurrency-related 
patents being applied-for and granted,” said Low. “It 
will be interesting to see if there will be more IP case 
laws on this topic.”

“Although it’s true that there has not been much, 
if any, crypto patent litigation as of yet,” said Mulcahy, 
“that won’t be true for long. As evidenced by the 
increase in patent application filings and patent grants, 
companies are using patents to protect their crypto IP. 
At some point, the future of crypto will be determined 
in litigation.”

Stakeholders in the US are already preparing for 
this. In March 2017, the Chamber of Digital Commerce 
in Washington established the Blockchain Intellectual 
Property Council (BIPC) to promote innovation in 
the blockchain space by assisting companies with 
IP issues in relation to the technology. Some of the 
BIPC’s member companies, which includes leading 
stakeholders in the cryptocurrency industry, joined 
the Crypto Open Patent Alliance (COPA), whose 
members “pledge never to use their crypto-technology 
patents against anyone, except for defensive reasons, 
effectively making their patents freely available for all 
to use,” as stated in COPA’s website.

Meanwhile, Giltinan expects IP protection in the 
future to focus more on technologies that support 
the use of cryptocurrency, rather than blockchain 
technology itself.  

“Fraud detection, investigation and prevention 
technology is likely to be an ongoing source of 
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innovation in the field. While there are still innovations 
to be made on the blockchain itself, my sense is that 
such innovations will remain open in order to foster 
quicker adoption. Commercial efforts to assist in 
making crypto more secure, from theft and fraud, and 
to make access to crypto transactions easier such as 
ATMs, payment automation and the like, are more 
likely to focus on IP protection. Beyond that, the future 
of patent protection for software inventions remains 
difficult to predict. To the extent that issue is addressed, 
particularly in the U.S., the effect on many crypto-
related inventions could be profound. At the moment, 
however, the future path is not clear,” Giltinan said.

“We need to look on the other fact also, which is the 
future of cryptocurrency,” said Ojha. “Many countries 
have banned crypto and many are in the process of 
banning it. If cryptocurrencies are legalized, then the 
existing IP laws also need to be amended to adapt to 
the change. Currently, there are 8,000 different digital 
currencies, and numerous NFTs are created every 
day, and due to lack of a single platform, it is difficult 
to secure their IP. Going forward, it will be difficult 
to safeguard rights for IP owners since crypto has no 
territorial borders.” 

Ojha cited trademark cases in the recent past to 
provide a glimpse into the future.

In 2018, Telegram Messenger, which provides an 
encrypted message service, filed a suit against Florida-
based firm Lantah, which had filed a trademark 
application for its crypto brand. Said mark used 

the word “gram,” for which Telegram already holds 
trademark rights. The U.S. District Court for the 
Northern District of California granted a motion of 
preliminary injunction, restricting the defendant from 
further using “gram” as it was similar to the plaintiff’s 
trademark, and thus is poised to cause confusion.  

West v. McEnery had rapper and record producer 
Kanye West, also known as Ye, as plaintiff. The 
defendant (McEnery) was using “Coinye West” as a 
trademark for its crypto brand. The U.S. District Court 
for the Southern District of New York passed a default 
judgment in favor of West to desist the defendants from 
using the mark “Coinye West” for its cryptocurrency.

In India, the case of Tata Sons Private Limited 
v. Hakunamatata Tata Founders & Ors involved 
defendants Hakunamatata dealing in crypto under 
the name TATA coin/$TATA. In 2021, the High Court 
of Delhi refused to grant protection against use of the 
mark TATA coin/$TATA because the defendant was 
situated outside India and was not targeting Indian 
consumers directly.

Add to these the trademark battle involving 
Dogecoin. Created in 2013, the cryptocurrency acquired 
a market capitalization of US$80 billion in early 2021. 
The problem was that the Colorado-based non-profit 
Dogecoin Foundation did not secure trademark rights 
over Dogecoin, thus opening the way for numerous 
entities to use Dogecoin as a name. Presently, at least 
100 other cryptocurrencies bearing the same name 
have sprung up. They are not, in any way, connected 
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Tips for securing 
IP protection for 
cryptocurrencies

“IP laws often play catch-up with 
technology. Therefore, if one were 
to wait for IP laws tailored for 
cryptocurrency, they would likely 
be disappointed. My suggestion is 
to secure the basic IP protection 
first in order to have at least some 
form of protection,” says Eugene 
Low, a partner at Hogan Lovells in 
Hong Kong.

The lawyers interviewed for 
this story provided the following 
tips for seeking IP protection for 
cryptocurrency technologies:

• 	 Make a choice early on 
between open source and 
proprietary protection. 
This is critical because 
of the global nature of 
cryptocurrency. “If proprietary 
protection is chosen, it is 
critical to ensure that IP 
filings are completed prior 
to any public disclosure,” 
says William Giltinan, a 
shareholder and IP practice 
group chair at Carlton Fields 
in Tampa, Florida. “In addition, 
given the rapid development 
in this area in recent years, 
it is a difficult technology 
to search. Often, the most 

relevant prior art will be 
outside the realm of patent 
filings and may be difficult 
to understand. It is critical, 
therefore, that you carefully 
identify the core innovation 
and ensure that your searcher 
understands the technology 
well enough to identify 
similar solutions, and also 
understands how to search 
outside the realm of patent 
records for this field.”

• 	 Stake out your IP claims 
as early as possible. 
“First in time, first in right” 
rings true for all forms of 
IP protection. Companies 
creating new cryptocurrency 
technologies ideally seek for 
patent protection before the 
technology is disclosed to 
the public and to potential 
partners under an appropriate 
non-disclosure agreement. 

	 It’s the same with 
trademarks. “Companies 
that fail to secure their 
trademarks early in the 
process invite imitators to 
step in and take advantage of 
any goodwill that is created 
by the original product. 
Even worse, the mark 
could become generic, as 
happened with Bitcoin,” says 
John M. Mulcahy, a partner 
at Finnegan, Henderson, 

Farabow, Garrett & Dunner in 
Washington.

• 	 Make sure you are taking 
advantage of the protections 
that the law affords you in 
every category:  patents, 
trademarks, copyright  
and trade secrets. Do not 
underutilize any of these, as 
each one has its uses and 
limits.  

• 	 Trademark selection 
is important. “As more 
consumers become involved 
in crypto-transactions, there 
is more risk that similar 
company names, product 
names, crypto-names will 
lead to confusion. Trademark 
selection is, therefore, 
an important issue to be 
considered,” explained 
Giltinan.

• 	 Get cutting-edge counsel 
to deal with cutting-edge 
technologies. “Educate 
yourself as to the relevant 
legal issues and look for 
counsel that is pushing the 
envelope in these areas. Just 
as IP laws favor the first 
mover,” Mulcahy said. “They 
also favour those with the 
good sense to obtain good 
help when needed.”—ESPIE 
ANGELICA A. DE LEON 

with Dogecoin or the Dogecoin Foundation. One of 
these entities, Moon Rabbit AngoZaibatsu which is 
based in Cook Islands, even had its founder establish 
a Dogecoin Foundation of his own. The foundation, 
which only sought to file an application for the mark 
before the USPTO in August 2021, is now having 
problems enforcing its rights against these other 
cryptocurrencies. 

On top of these is the possibility that Dogecoin 
may be regarded as a common term, like Bitcoin. If 
this happens, Dogecoin will not qualify for trademark 
protection. 

“Although this string of litigation is just the 
beginning, there is no doubt that the amount of 
crypto-related trademark litigation will go up as 
more and more cryptocurrencies are developed and 
trademarked,” Ojha said.

Trade secret litigation involving software is also 
increasing, according to Mulcahy.

“As employees became more mobile over the 
past decade, we’ve seen an exponential increase in 
trade secret litigation involving software,” he said. “As 
with all software, crypto algorithms can be recreated 
or copied by your ex-employee’s new employer, and 
we should expect more and more trade secret cases 
involving crypto technologies.” 

Certainly, a lot of things are happening in the 
world of cryptocurrencies, blockchain and NFTs. These 
developments are sure to shake the innovation and IP 
sectors in more ways than one, even in ways we cannot 
yet imagine. As Giltinan said, the path is not clear. 
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The onset of the global pandemic in 2020 has 
caused an explosion of fintech products and 
services. With Covid-19 forcing people across 

the world to stay home much of the time, fintech has 
indeed come in handy.

So now, even with the pandemic still upon us, 
people are conveniently served with a buffet of handy 
fintech tools, whether e-payments, fund transfers, 
insurance, lending, personal financial management, 
alternative assets such as cryptocurrencies and others.

F E A T U R E S

AS FINTECH GROWS IN ASIA, ARE 
COMPANIES READY FOR ITS IP 

CHALLENGES? 
Fintech has exploded on the world financial scene, pushed to the 
forefront by the lockdowns of Covid-19. Espie Angelica A. de Leon 
examines the IP challenges facing these companies in Asia – and 

shares how branding can make or break a fintech.

Fintech thrives in Asia, where some of the world’s 
leading fintech companies are found. These include 
Grab from Singapore, Ant Group from China, GoJek 
from Indonesia and Paytm from India.

Not only is India the world’s third-largest fintech 
market, it is the fastest growing as well, with Bengaluru 
and Mumbai as the country’s major fintech hubs. Open 
banking, neobanking, aggregators and digital first 
insurtechs are among the newest segments for digital 
payment in India. 
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In 2020, the number of patent applications in 
India in the sub-classes of G06Q relating to fintech 
rose to 617, up from 462 in 2018 and 453 in 2019. Among 
these were patent applications for blockchain partial 
ledgers, system and method for controlling digital 
assets, escrow personalization system and audible 
machine-readable code.

Hong Kong is another fintech hub in the region. 
Patent filings under Class G06Q also increased in 
2020, totaling 1,792 as compared to 917 in 2018 and 
942 in 2019. This number includes the 91 standard 
patent applications filed in 2020 under the original 
grant patent system, a new type of standard patent 
application set in place in Hong Kong in December 
2019.

Others cities posting strong fintech activity in Asia 
include Beijing, Shanghai, Shenzhen, Jakarta, Manila 
and Singapore, the frontrunner in Southeast Asia.

Meanwhile, Bangkok, Ho Chi Minh City and 
Hanoi are emerging fintech centres. “There has been 
an increase in patent filings in Vietnam from fintech 
companies,” said Thomas J. Treutler, partner and 
managing director at Tilleke & Gibbins in Ho Chi Minh 
City. “Our firm has seen an increase in this area.”

So what is the ideal IP strategy for fintech 
companies?

“IP should be top of mind for any venture that 
involves creativity. This means taking early steps to 
protect key innovations, brands and other IP assets, 
and making sure the right agreements are in place 
with respect to IP ownership and use,” said Victor Tse, 
counsel at Bird & Bird in Hong Kong.

“When it comes to the software-based industry, 
like fintech companies, patents are truly the 
cornerstone in defining a robust IP strategy. The term 
financial technology or fintech itself indicates the 
business utilizes technology, highly intelligent software 
and/or method as its competitive edge. By patenting 
the invention, one can obtain an exclusive right to 
protect its creative innovations. This will increase the 
value of its product and its company, especially in the 
digital platform,” said Le Xuan Loc, partner and head 
of IP enforcement at Tilleke & Gibbins in Ho Chi Minh 
City.

Thus, a patent application should be filed as early 
as possible and the applicant should not disclose the 
invention prior to filing, Tse added.  

However, registering a patent may not be as easy 
as it sounds. 

“Given that a patent registration is a lengthy 
process, it might be more advantageous for a fintech 
company to protect the intellectual creation of the 
computer program or algorithm and register this 
first as a copyright, as this is more expeditious than a 
patent application,” said Jose Gabriel R. Benedicto, a 
partner at Romulo Mabanta Buenaventura Sayoc & de 
los Angeles in Manila.

Mohaan R Dewan, principal at R.K. Dewan & Co. 
in Mumbai and Pune, agrees with Benedicto.

“In case the key element of a fintech solution is 

only a computer program or an algorithm, it may be 
difficult to obtain a patent for the same unless the 
applicant proves that the computer program involves 
a technical effect or the solution is provided with 
a combination of software and the hardware,” said 
Dewan.

The software produces a technical effect if the 
fintech’s subject matter provides a solution to an 
existing financial problem. If the subject matter is novel 
and inventive, filing a patent may be a good strategy 
as long as the subject matter does not fall in exclusion 
under India’s Patents Act, 1970, Dewan said.

The patent filed should also have a priority date 
which may be sometime during the conception phase. 
This provides the patent applicant with the first mover 
advantage.

Aside from preventing potential infringers from 
creating, selling, using or importing the patented 
product or process, a patent also allows the patent 
holder to go for licensing or commercialization. Plus, it 
will be a plus factor for an investor needing convincing 
about the novelty and inventiveness of a fintech’s 
subject matter.

Otherwise, if patenting does provide some 
challenges, Dewan recommends the applicant to 
take another route, such as applying for a copyright. 
However, that, too, presents a problem.

“It suffers from the disadvantage of a competitor 
developing a code independently based on reverse 
engineering of the copyrighted disclosure,” explained 
Dewan. “Thus, the copyrighted disclosure may not 
really be protected.”

Nevertheless, fintech may also benefit from 
design patents which protect its physical attributes 
such as electronic cards, machines and interfaces; and 
trade secret protection for its subject matter.

“It needs to be ensured that adequate steps are 
taken to ensure confidentiality of the processes like 
backend server processes or codes. That protection 
could be ensured for an unlimited period of time as 
long as it is kept secret and has commercial value,” 
Dewan added.

Of course, branding is part of this strategy 
as well, especially if there are other fintech firms 
offering the same products and services. Through 
effective branding, a company distinguishes itself 
from the competition, builds up credibility, enhances 
its value among customers, strengthens customer 
loyalty, and attracts more investment and partnership 
opportunities, among others.

“[A fintech company’s] brand or trademark could 
impact customer impression and recognition and 
has an average value for at least 25 percent of each 
business,” said Nont Horayangura, a partner at Baker 
McKenzie in Bangkok.

“There are two faces to a fintech company. One is 
the technology and the second is the necessity of brand 
identity for building relationships,” said Dewan. “While 
a fintech could harp about the technology, it is the 
brand which ensures interaction with the real world. 
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In the real world, technology leaders in fintech change 
quickly and therefore, it is the brand that can be a 
saviour. It is necessary to build an emotional connect 
with the public at large and build the brand over a 
period of time.”

In Indonesia, fintech is still a new business which 
often continues to deal with issues regarding trust and 
legality.

“A fintech business must at least be in compliance 
with several regulations issued by the Bank of Indonesia, 
mainly on digital financial services, electronic money 
and payment transactional services. A fintech company 
must therefore have a pertinent branding strategy in 
order to position itself as a trusted company which is 
in compliance with all the relevant regulations,” said 
Fortuna Alvariza, a founding partner of FAIP Advocates 
& IP Counsels in Jakarta. “Trademark still holds a 
very important role in this kind of fintech company 
branding and positioning.” 

Where fintech startups are concerned, a strong 
IP strategy is especially important when looking for 
funding, the current trend being that IP are assets with 
value and capable of being used as security or collateral 
for loans. 

“A fintech startup needs funding on a large-scale 
and therefore, it is important to solicit investors for 
the funding. In turn, the investors need to have the 
confidence that if they invest in a fintech startup, there 
is an assurance of returns and that they could sell their 
stake when they think the time is right,” said Dewan. “A 
strong IP portfolio of a startup is a very strong motivator 
that could nudge an investor for funding with minimal 
marketing effort by the start-up. The investor would 
be convinced of the novelty and inventiveness of the 
subject matter of the fintech and therefore, would see 
value in investing in it.”

Also, investors usually look for sustainability 
in a startup. “A fintech startup that regularly creates 
innovation in running its business will be seen as more 
long-lasting because it will be considered as more 
dynamic and adaptable towards the development of 
fintech business and technology which has an impact 
in its competitiveness with other fintech companies,” 
said Alvariza. “A fintech startup with an IP portfolio is 
seen as more valuable in the eye of investors.”

So the fintech landscape is flourishing in many 
parts of Asia and the world. But, is awareness of the 
need for IP protection among fintech entrepreneurs 
and innovators catching up with this bustle of activity?

Yes and no. The level of awareness differs between 
jurisdictions and between fintech firms.

“In general, large fintech companies are aware 
of IP and the necessity of its protection but the same 
cannot be said of small companies and start-ups,” 
said Dewan. “In case of a small company or a startup, 
we have noticed that there is a sense of urgency for 
rushing into the market and secondly since they need 
investors, they make disclosures of their ideas to the 
prospective investors. However, adequate protection 
with respect to protecting the IP is not taken before 
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"Patents are truly the 
cornerstone in defining 

a robust IP strategy. 
The term financial 

technology or fintech itself 
indicates the business 

utilizes technology. 
By patenting the 

invention, one 
can obtain an 

exclusive right to 
protect its creative 

innovations."
—LE XUAN LOC, partner and head 
of IP enforcement, Tilleke & Gibbins, Ho 

Chi Minh City

“Given that 
a patent 

registration is a 
lengthy process, 
it might be more 
advantageous 

for a fintech 
company to 
protect the 
intellectual 

creation of the 
computer program 
or algorithm and register this 
first as a copyright, as this is 

more expeditious than a patent 
application.

—JOSE GABRIEL R. BENEDICTO, partner, Romulo 
Mabanta Buenaventura Sayoc & de los Angeles, Manila

"While a fintech 
could harp about 
the technology, it 

is the brand which 
ensures interaction 
with the real world. 

It is necessary to 
build an emotional 

connect with the 
public at large and build 
the brand over a period 

of time."
—MOHAAN R DEWAN, principal, 

R.K. Dewan & Co., Mumbai and Pune
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"Some of the organizations 
that support the 

development of the startup 
community in Vietnam 
have tried their best to 
increase the awareness 

of IP protection among 
new startups, including 

fintech startups, 
by connecting 

entrepreneurs and 
innovators with IP 

firms."
—THOMAS J. TREUTLER, partner 

and managing director, Tilleke & Gibbins, 
Ho Chi Minh City

"IP should be top of mind for any 
venture that involves creativity. This 

means taking early steps to protect key 
innovations, brands and other IP assets, 
and making sure the right agreements 

are in place with respect to IP ownership 
and use."

—VICTOR TSE, counsel, Bird & Bird, Hong Kong

"A fintech company’s 
brand or trademark 

could impact customer 
impression and 

recognition and has 
an average value for at 
least 25 percent of each 

business."
—NONT HORAYANGURA, partner, 

Baker McKenzie, Bangkok

"A fintech company must have 
a pertinent branding strategy 
in order to position itself as a 
trusted company which is in 

compliance with all the relevant 
regulations. Trademark still 

holds a very important role in 
this kind of fintech company 

branding and 
positioning."

—FORTUNA ALVARIZA, 
founding partner, FAIP 

Advocates & IP Counsels, 
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plunging into the market or making disclosure to a 
prospective investor.”

The tendency for a startup to rush into the 
market to gain an advantage is understandable. But, IP 
protection is another side of the coin. If they are rushing 
to enter the market without adequate protection of 
their IP, that would spell disaster. The subject matter 
is open to replication without any compensation. 
Also, fintech companies must sign a non-disclosure 
agreement with a prospective investor. An NDA will 
avert the possibility of the investor going ahead with 
the idea independently if no agreement was signed 
between the parties.

“My experience is that these geniuses are just so 
imaginative, creative and excitable that they do not 
realize they have to protect the creation because there 
are many unscrupulous people who will take credit or 
steal it from them,” said Benedicto. “Given that there 
has been a new normal for conducting commercial 
transactions and banking processes, perhaps [patent 
filing] should now be strongly considered by the fintech 
startups.” 

Fortunately, the climate of IP awareness is 
brighter in other jurisdictions, including Indonesia, 
home to four unicorns and one decacorn, as well as 
Thailand. Though it has increased significantly over 
the past few years in Thailand, Horayangura admits the 
level of awareness in the country is still not enough.

Awareness is also high in Hong Kong. “Most 
fintech entrepreneurs and innovators in Hong Kong 
are IP savvy, although with constant developments in 
IP law in different jurisdictions, entrepreneurs and 
innovators should always speak to an experienced 
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attorney to understand how to best protect and use 
their IP in ways that maximize their advantage,” said 
Tse.

“In our view, there is a moderate awareness of 
protecting IP assets among fintech entrepreneurs and 
innovators in Vietnam,” said Treutler. “To the best of 
our knowledge, some of the organizations that support 
the development of the startup community in Vietnam 
have tried their best to increase the awareness of IP 
protection among new startups, including fintech 
startups in Vietnam, by connecting such entrepreneurs 
and innovators with IP firms in Vietnam.”

Providing a huge boost to such undertaking is the 
National Startup Support Centre under the Ministry 
of Science and Technology of Vietnam.  The centre has 
organized various projects and campaigns to develop 
technology entrepreneurship in Vietnam. Promoting 
the importance of IP protection among fintech players 
is one of its key objectives.

So, fintech is exploding. According to tech market 
intelligence platform CB Insights, fintech companies 
around the world raised US$22.8 billion worth of 
investments via 614 deals during the first quarter of 
2021. This figure does not just surpass that for the fourth 
quarter of 2020, it is more than double the amount for 
that quarter, definitely a staggering rate. Companies in 
Asia, North America and Europe accounted for more 
than 90 percent of this amount. 

These developments augur well for the future. But, 
fintech players will usher in a better future for mankind 
if they begin learning about IP and determine the best 
protection strategy for their brand and innovations. 
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While intellectual properties such as 
copyrights and trademarks can be protected 
even when unregistered, registering these 

IPs has its value as well. Now that Covid-19 has changed 
the way so many things are done in the business world, 
experts say that there may be a higher risk of IP misuse 
or infringement occurring, considering the drastic 
change in working conditions.

According to Tony Conaghan, a partner at 
Thomson Geer in Brisbane, IP insurance is an important 
tool for companies, individuals and other entities who 
regularly deal with intellectual property. 

“Just as tangible property is insured, intangible 
property should also be insured where it is of value, 
where the end product is easily replicable or is 
disruptive in an existing industry. In Australia, IP 

F E A T U R E S

THE NEED FOR IP INSURANCE
Business practices have changed dramatically since those pre-
Covid days of just a few years ago. Excel V. Dyquiangco asks a 

lawyer and an insurance expert whether now is the time to protect 
your intellectual assets with IP insurance.

SUBSCRIBER-ONLY 
CONTENT

This content is reserved for our registered users 
and/or subscribers 

To read the latest issue, register for free 
by clicking the ‘REGISTER’ link above 

To read all back issues, and gain access to 
exclusive subscriber-only content, subscribe to 

Asia IP by clicking on the ‘SUBSCRIBE’ link above



F E B R U A R Y  2 0 2 2Asia IP42 Asia IP42

"A key benefit to IP insurance 
is the protection it can provide 
against affirmative exposures 
that arise in obligations under 

contracts. Most businesses 
do not produce final products 
these days; they are, instead, 

developing solutions and 
products that form part of 
a larger end product, and 

through this chain, contractual 
exposures arise."

—MADDI BROW, intellectual property practice leader, 
CFC Underwriting, London

insurance is generally limited to protecting the insured 
for legal costs incurred either in the course of bringing 
a claim against another party for IP infringement, or 
for defending a claim of IP infringement. Events such 
as loss, accidental destruction of IP or similar type 
cannot be covered by IP insurance.”

Given that the costs of IP litigation can be 
astronomical (estimated to cost between US$600,000 
and US$2.5 million), businesses may need IP insurance.

“IP insurance in Australia is generally limited to 
legal costs and damages,” says Conaghan. “The actual 
cover offered by a policy will be set out in the policy and 
will differ for each insurer. However, there are some 
similarities across IP insurance policies. Foremost, 
the insurance will cover the legal costs of pursuing an 
IP infringement claim and/or defending a claim of IP 
infringement. In some cases, the policy may extend 
to cover claims against the insured’s customers or 
licensees. It is usually a condition that an insured makes 
the insurer aware of any claims/circumstances that 
arise. Where an insured provides a late notification, an 
insurer may reduce a claimable amount/exclude the 
claim altogether.”

He adds that similar to other insurance policies, 
IP insurance has a limit of liability for any one claim 
and in the aggregate. 

“Claiming against the policy requires an insured 
to pay an excess (deductible) and often, there is a co-
insurance applicable so that an insured has ‘skin in the 
game’,” he says. “IP insurance is important for anyone 
who regularly deals with valuable intellectual property 
and is interested in maintaining control over that 
intellectual property. As well as financially protecting 
the insured against litigation costs, maintaining IP 
insurance may be utilized as a commercial tool, as it is 
often viewed favourably by prospective investors.”

He says: “In determining which policy is suitable, 
there should be consideration of the likelihood of 
litigation occurring, the value of the IP in question 
(both locally and internationally), the disruptive nature 
of the IP against the incumbent market, and whether it 
is more sensible to self-fund potential disputes.”

Costs and legal disputes
For Maddi Brow, an intellectual property practice 
leader at CFC Underwriting in London, the global 
pandemic has served as a wake-up call for many; 
having to lock up their premises and move to a work 
from the home environment has forced them to 
reassess the importance of their intangible assets and 
afford those assets the same level of protection as their 
bricks and mortar. She says that those companies who 
hadn’t, perhaps, realized the value of the IP within their 
business – whether the IP is their brand, their creativity 
or their products and services – are now looking at how 
they can protect it within the new normal in which we 
find ourselves.

“IP insurance is a must-have insurance product 
for small businesses in every industry sector,” she 
says. “Without IP insurance, businesses face huge costs 
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"As well as financially 
protecting the insured against 

litigation costs, maintaining 
IP insurance may be utilized 
as a commercial tool, as it is 
often viewed favourably by 

prospective investors."
—TONY CONAGHAN, partner, Thomson Geer, 

Brisbane
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and uncertainty when it comes to an IP legal dispute. 
An insurer will provide an IP insurance policy to meet 
costs which would otherwise have been unaffordable, 
and will bring access to expertise in an IP legal dispute 
in the form of lawyer recommendations as well as data.

The demand for IP insurance has been increasing 
as businesses become more aware of the threat not 
only to their own IP but also the potential that they may 
face a claim of infringement by another company. She 
says that there is an abundance of IP globally and it is 
impossible, despite undertaking searches, to guarantee 
that your product or brand is not infringing on a third 
parties IP. This is further complicated in the patent 
landscape as patents are not published immediately. 
It is important to highlight that the company itself 
doesn’t need to have IP it’s the other party’s IP that is 
the key point of the claim.

She adds: “Companies leaving their offices 
and working from home more has heightened the 
importance of the intangible assets within their 
businesses and the need to protect them. Another key 
benefit to IP insurance is the protection it can provide 
against affirmative exposures that arise in obligations 
under contracts. Most businesses do not produce final 
products these days; they are, instead, developing 
solutions and products that form part of a larger end 
product, and through this chain contractual exposures 
arise.”

Finally, she notes, there is a further often-
unrecognized benefit of IP insurance. In addition to 
a business registering its IP, insuring it can help to 
secure funding from would-be investors. 
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IP Experts 2021

Japan has long been a favourite jurisdiction for 
overseas companies to file patent applications. 
That trend continues, according to a recent report 

released in late 2021 by the Japan Patent Office, despite 
a continuing decline in the total number of patent 
applications there. The JPO received a total of 288,472 
patent applications in 2020, representing a decrease of 
6.3 percent over 2019, a larger decrease compared to 
the 1.78 percent decrease in 2019 over 2018 numbers. 

That said, the number of international patent 
applications filed in Japan grew by 1 percent in 2020, 
which mimics trends reported by the JPO over the past 
five years. 

Applicants based in Japan continued to account 
for the vast majority (227,348) of patent applications in 
Japan, followed by those in the United States (22,451), 
China (8,406), South Korea (5,881), Germany (5,540), 
Switzerland (2,602), France (2,375), the United Kingdom 
(1,946), the Netherlands (1,861) and Taiwan (1,442).

Japan is also a global leader in exporting its brands 
and its pop culture, and thereby its trademarks. Hondas 
and Toyotas make up significant portions of the cars on 
the roads in many countries around the world, while 
Sonys and Toshibas and Hitachis account for many of 
the appliances all those commuters are going home 
to. Anime and manga continue to grow in popularity 
in Asia and around the world, providing opportunities 
for lawyers and law firms to work to protect Japanese 
brands overseas.

And at home, Japanese consumers make up the 
world’s third-largest market by GDP, and boasts a 
strong middle class with plenty of disposable income, 
making trademark and brand protection within Japan 
of great interest to foreign brands.

All of this suggests that intellectual property 
lawyers in Japan will continue to have ample 
opportunities to advise their domestic and foreign 

Japan

F E A T U R E S

clients alike on patent, trademark and other forms of 
IP rights protection.

With this continuing interest in intellectual 
property protection in Japan, we turned to IP 
professionals in the region in order to understand 
better what clients need today. Asia IP asked a large 
number of professionals – mostly in-house counsel and 
corporate legal managers – what they were looking for 
from their legal service providers. From their answers, 
we have compiled our list of 50 Japan IP Experts, those 
lawyers who understand just what their clients need 
and are able to provide them with the best practical 
advice. 
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Today’s clients are looking for more than just 
a degree from a top-notch university and a couple 
of decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 
also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 
coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just 
a bit role, today’s IP Expert is every bit a full-fledged 
team member.

Japan’s largest IP firms and practices are well-
represented on our list, with Nakamura & Partners 
placing five lawyers in our Top 50 (Kei Iida, Yoshio 
Kumakura, Shinichiro Tanaka, Koichi Tsujii and 
Kazuhiko Yoshida), and TMI Associates placing three 
(Yoshiyuki Inaba, Mitsuko Miyagawa and Shunji Sato). 

Seven different firms placed two lawyers each 
on our list: Abe, Ikubo & Katayama (Eiji Katayama 
and Hiroshi Kobayashi); Anderson Mori & Tomotsune 
(Akihito Nakamichi and Masayuki Yamanouchi); 
Asamura Patent Office (Masahiro Asamura and Yoichi 
Inoue); Hiroe and Associates (Masanori Hiroe and 
Takanori Hiroe); Mori Hamada & Matsumoto (Atsushi 
Okada and Yoshifumi Onodera); Shiga International 
Patent Office (Shinya Jitsushiro and Yasuhiko 
Murayama); and Yuasa and Hara (Hiromichi Aoki and 
Toshiaki Iimura).

Our survey includes only those lawyers working 
at Japanese law firms.

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
Japan IP Experts.  —GREGORY GLASS
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JAPAN IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION

Takanori Abe Abe & Partners a a a a a
Atsushi Aoki Seiwa Patent & Law a a
Hiromichi Aoki Yuasa and Hara a
Masahiro Asamura Asamura Patent Office a a a
Toshiaki Etoh Tashiro & Etoh Patent Bureau a
Tomoyo Fujimoto Shiomizaka a a a
Kensaku Fukui Kotto Dori Law Office a a a
Yoshiki Hasegawa SOEI Patent & Law Firm a
Masanori Hiroe Hiroe and Associates a a a
Takanori Hiroe Hiroe and Associates a a a a
Kei Iida Nakamura & Partners a a a a
Toshiaki Iimura Yuasa and Hara a a a a
Yoshiyuki Inaba TMI Associates a a a a
Yoichi Inoue Asamura Patent Office a
Shinya Jitsuhiro Shiga International Patent Office a a
Chie Kasahara Atsumi & Sakai a a a a
Eiji Katayama Abe, Ikubo & Katayama a a a a

Hirohito Katsunuma Katsunuma International Patent 
Office a a a

Yoshitake Kihara Fukami Patent Office a
Hiroshi Kobayashi Abe, Ikubo & Katayama a a
Eiichiro Kubota Kubota a a a a
Yoshio Kumakura Nakamura & Partners a a a
Masatoshi Kurata Suzuye & Suzuye a a
Seiji Ohno Ohno & Partners a a a
Atsushi Okada Mori Hamada & Matsumoto a a a a a
Yoshifumi Onodera Mori Hamada & Matsumoto a a a a a
Katsumasa Osaki Kawaguti & Partners a a a a

Kan Otani Roppongidori Patent & Trademark 
Attorney a

Hideo Ozaki City-Yuwa Partners a a a
Masaki Mikami Marks IP Firm a a a
Mitsuko Miyagawa TMI Associates a a a a a
Manabu Miyajima Kyowa Patent and Law Office a a
Yoshiyuki Miyashita Nishimura & Asahi a a a
Hidekazu Miyoshi Miyoshi & Miyoshi a a a
Masashi Moriwaki Moriwaki IP Law Firm a a a a
Yasuhiko Murayama Shiga International Patent Office a
Akihito Nakamachi Anderson Mori & Tomotsune a a a a
Kenichi Nakayama Sugimura & Partners a a a
Akihiro Ryuka Ryuka IP a a

Masahiro Samejima Uchida & Samejima Law Firm a a a a

Shunji Sato TMI Associates a a a

Takamitsu Shigetomi Oh-Ebashi LPC & Partners a a a a

Masayuki Shobayashi Shobayashi International Patent & 
Trademark Office a a a

Yoshitaka Sonoda Sonoda & Kobayashi Intellectual 
Property Law a a

Shinichiro Tanaka Nakamura & Partners a a a a

Koichi Tsujii Nakamura & Partners a a a a a

Hideya Tsuba Tokyo Kyodo Patent Office a

Kozo Yabe Midosuji LPC a a a a a

Masayuki Yamanouchi Anderson Mori & Tomotsune a a a

Kazuhiko Yoshida Nakamura & Partners a a a a

Extended biographies of lawyers highlighted above appear on Pages 47-54
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ABE, TAKANORI
MANAGING PARTNER

ABE & PARTNERS
Matsushita IMP Building, 1-3-7, Shiromi, 
Chuo-ku, Osaka, 540-0001, Japan
T: +81-6-69491-1496
E: abe@abe-law.com
W: www.abe-law.com

Mr. ABE is an Attorney-at-Law, admitted in both Japan 
and New York. He is currently a Guest Professor of Osaka 
University Graduate School of Medicine and formerly a 
lecturer of The University of Tokyo Graduate School of 
Medicine and Faculty of Medicine.  He is an arbitrator in 
Japan and sits on various positions in Japanese medical/
pharmaceutical societies.

Mr. ABE works in wide areas of international and corporate 
matters with a focus on intellectual property law and 
international commerce. The patent litigations that he 
has participated covers the fields of pharmaceuticals, 
chemistry, IT and Telecommunications, electronics and 
machinery, which involve advanced technology such 

as biotechnology, semiconductors, etc., and which are 
cross-border matters. He has extensive experience on 
representing and advising multinational and domestic 
clients in pharmaceutical industry and is currently involved 
in the drastic battle between brands and also the one 
between brands and generics. He also has experience 
of IP due diligence in the largest pharmaceutical M&A in 
Japan between big pharmaceuticals. FTO search is his daily 
works. He has been advising on FRAND matter. He also has 
experience in trademark, copyright and unfair competition 
litigation. 

For Mr. ABE’s detail information and activities, please visit 
www.abe-law.com or email to: abe@abe-law.com

PATENTS
TRADEMARKS

COPYRIGHT
PHARMA & BIOTECH

IP LITIGATION
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ASAMURA, MASAHIRO
SENIOR MANAGING PARTNER, ATTORNEY-AT-LAW, PATENT ATTORNEY

Asamura Patent Office, P.C.
Tennoz Central Tower 22F (reception), 2-2-24
 Higashi-Shinagawa, Shinagawa-ku, 
Tokyo 140-0002, Japan
T: +81 3 5715 8651
E: masamura@asamura.jp
W: www.asamura.jp

Masahiro Asamura is a Senior Managing Partner at Asamura 
Patent Office, p.c. and Asamura Law Offices successfully 
leading both firms.

Besides management responsibilities, he is involved in 
consultations regarding patent, trademark, designs, and 
copyright related disputes, unfair competition concerns, 
inter-party trials (invalidation trials and trials for 
cancellation), warning letter correspondence, negotiations, 
cross-border injunctions, and litigation. Mr. Asamura has 

extensive experience as both patent attorney and attorney-
at-law advising Japanese and foreign companies in a wide 
range of intellectual property matters.

Mr. Asamura also served as a member of the Japan Patent 
Attorneys Association’s Amicus Brief Committee (2011-
2013) and as a member of the Association’s Intellectual 
Property Litigation Committee (2013 – 2014) where he was 
involved in examining court cases and Japanese litigation 
system.

PATENTS
LICENSING & FRANCHISING

IP LITIGATION

HIROE, MASANORI
MANAGING PARTNER

Hiroe and Associates
4-3, Usa 3-chome, Gifu City 500-8368, Japan
T: +81-58-276-2175
F: +81-58-268-7602
E: intl_s@hiroe.co.jp     masanori@hiroe.co.jp
W: www.hiroe.co.jp

AREAS OF EXPERTISE Intellectual Property - Trademarks, 
Designs, Copyright, Unfair Competition, IP Litigation. 
 
OVERVIEW Masanori Hiroe has around 20 years of 
experience handling cases related to trademarks, designs, 
copyright and unfair competition. He specialises in the field 
of trademark acquisition and infringement proceedings, 
but also handles trademark prosecution for companies 
and businesses in various industries based in Japan and 
around the world. Mr Hiroe is active as a member of the 
Trademark Committee and the Copyright Committee of 
the Japan Patent Attorneys Association (JPAA) and has a 
track record of participating in public research groups on 
the trademark and copyright systems. Seeing growth as 
an integral personal goal, Mr Hiroe attends international 
conferences such as INTA yearly, in order to understand 
international trademark protection trends and strengthen 
his business practices. As an extension of this goal, he is 
a part-time lecturer at Gifu University, educating students 
and working adults in IP law, as well as training future IP 
specialists. 

Education- Graduated from Ritsumeikan University Faculty 
of Law, Graduate School of Law 

Positions- Director, managing partner and patent 
attorney at Hiroe & Associates, Head of the trademark, 
design, copyright and unfair competition sections.  Part-
time lecturer at Gifu University (2016-), Member of the 
Intellectual Property Support Centre of the JPAA (2012-
2016), Member of JPAA Trademark Committee (2016-
2018), Member of the JPAA Copyright Committee (2018-
2020), Chair of the JPAA Gifu Prefectural Committee 
(2020-). 

Recent seminars- IP business symposium in Gifu (2018), 
Gifu University Research Promotion and Social Cooperation 
Organisation Intellectual Property Seminar (2016-), Gifu 
University Common Courses Intellectual Property Law 
(2016-) 
Memberships- Asian Patent Attorneys Association, INTA, 
Japan Intellectual Property Association, Japan Trademark 
Association, JPAA.
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MANAGING PARTNER

Hiroe and Associates
4-3, Usa 3-chome, Gifu City 500-8368, Japan
T: +81-58-276-2175
F: +81-58-268-7602
E: takenori@hiroe.co.jp
W: www.hiroe.co.jp

AREAS OF EXPERTISE Intellectual Property -Patents 
(Chemistry), Trademarks, Copyright, IP Litigation. 

OVERVIEW Takenori Hiroe is the founding partner of Hiroe 
& Associates(H&A). After graduating  from Gifu University 
in 1971 he worked for the R&D department of Japan 
Vilene Co., Ltd. in Tokyo. He obtained his patent attorney’s 
license in 1978 and founded H&A in 1979.  In February 
2004 Takenori was registered as an Intellectual Property 
Law Infringement Lawyer. In 2011 he received the Medal 
of Merit from the emperor of Japan for his longstanding 
services as a patent attorney. To this date, he has been 
involved in numerous patent and trademark applications 
and proceedings, contributing to the protection of IP. 
1998 Delivered a lecture regarding Japanese Intellectual 
Property System at AIPLA conference in Florida. / 
June 2001 Received the JPO Commissioner Award 
for outstanding practice of IP rights. / Apr. 2006-2007 
Member of Conference on Brinks countermeasures against 
materials that infringe the Unfair Competition Prevention 

Law, Ministry of Economy, Trade and Industry. / Jun. 2011 
Recommended by the Commissioner of the Japan Patent 
Office to be a receiver of a Medal of Merit, and was awarded 
a Yellow Ribbon Medal by the Emperor of Japan. 

JPAA- A former member of International Activity 
Committee, Trademark Committee, Copyright Committee, 
Unfair Competition Prevention Law Committee and IP 
Enforcement Facilitation Committee. 
Lectures- Lectures at seminars sponsored by Japan 
Intellectual Property Association, Japan Institute of 
Invention and Innovation, JPO etc. He was also a part-time 
professor at Gifu University (2005-2017), and still regularly 
teaches extracurricular IP seminars there.
Typical work- IP rights disputes (eg, infringement cases), 
consultancy on licensing and agreements. He has the 
insightfulness and ability to instantly understand the 
content of a case, grasp the points of dispute and come up 
with the best solution
Memberships-AIPPI, INTA, FICPI, JPAA, APAA, JIPA    
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IIDA, KEI
PARTNER

Nakamura & Partners
Shin-tokyo building 6F
3-3-1, Marunouchi, Chiyoda-ku,
Tokyo 100-8355
T: +81-3-3211-1037
F: +81-3-3214-6367
E: k_iida@nakapat.gr.jp
W: www.nakapat.gr.jp

Mr. Kei IIDA, attorney at law and patent attorney, is a partner 
in the Legal Section of Nakamura & Partners where he has 
practiced IP related matters on behalf of international and 
domestic clients for around 25 years and specialized in IP 
law, strategy and management including litigation, ADR, 
negotiation, contract and opinion, technological alliance, 
fashion, entertainment, sports, media, agribusiness, 
international transaction, and antitrust. He graduated 
from the Faculty of Law at The University of Tokyo and 
obtained LL.M. in IP at the Franklin Pierce Law Center in 
the USA. He is an active member of several international IP 
organizations such as APAA, AIPPI and LES, and several IP 

academic societies in Japan such as Japan Association of 
Industrial Property Law. He also teaches IP law as adjunct 
lecturer at the Graduate School of Business Sciences, 
University of Tsukuba for more than 10 years. Further, 
he has been a member of several research and study 
committees for reform of IP system for the Japan Patent 
Office and the Institute of Intellectual Property. Further, he 
is appointed as IP Expert Advisor for Japan Customs and 
Advisory on Unfair Competition Prevention Law for Ministry 
of Economy, Trade and Industry of Japan. In Chambers Asia 
Pacific 2017, he is described as “a walking dictionary of IP 
law.”

TRADEMARKS
COPYRIGHT

LICENSING & FRANCHISING
MEDIA & ENTERTAINMENT

INOUE, YOICHI
DIRECTOR OF CHEMICAL DEPARTMENT

Asamura Patent Office, P.C.
Tennoz Central Tower 22F (reception), 2-2-24
Higashi-Shinagawa, Shinagawa-ku, 
Tokyo 140-0002, Japan
T: +81 3 5715 8651
E: yinoue@asamura.jp
W: www.asamura.jp

Yoichi Inoue is a Director of Chemical Department and an 
experienced patent attorney who specializes in biology, 
agricultural chemicals, medical treatment, and medicine. 
He focuses his practice on domestic and international 
patent prosecution and has extensive experience handling 
dispute-related matters, including litigation.

Prior to joining Asamura, Yoichi was involved in the research 
and development of new pesticides at a biological research 

laboratory. Fluent in English, he has visited numerous 
patent firms in the US and Europe and represented 
Asamura Patent Office at various IP summits. He was also 
involved with the seminar on European patents sponsored 
by the Research Institute of Economy, Trade and Industry 
of Japan. 
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Yoshio Kumakura (Mr.) is an attorney at law in the Legal 
Section as well as a patent attorney. His main areas of 
focus include intellectual property law, antimonopoly law, 
unfair competition prevention law, litigation, arbitration, 
dispute resolution, and international transaction law. Upon 
graduating from The University of Tokyo Faculty of Law, 
he passed the Japanese Bar Examination, but initially 
began his career in the financial sector at Sumitomo Bank 
LTD. After his time there he joined Nakamura & Partners. 
He later studied at Harvard University receiving his LL.M. 
through an exchange scholarship program sponsored by 

the Legal Training Institute of the Supreme Court. Most 
notably, however, is that Mr. Kumakura has won many IP 
litigations including four successful appeal cases before the 
Japanese Supreme Court. He has also written and lectured 
extensively on a number of topics such as Japanese IP law, 
IP litigation, trademark issues and developments, and a 
host of specific case judgements made by the Japanese 
high courts. He received the Award of Minister of Economy 
and Industry on Intellectual Properties, the AIPPI Member 
of Honour, and the APAA Enduring Award.
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PARTNER

Nakamura & Partners
Shin-tokyo building 6F
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Tokyo 100-8355
T: +81-3-3211-1037
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E: y_kumakura@nakapat.gr.jp
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MIKAMI, MASAKI 
FOUNDER, ATTORNEY AT IP LAW 

Marks IP
2F iPLUS Edobori, 1-9-11 Edobori Nishi-ku, Osaka, 
550-0002, Japan
T: +81 6 6123 7894
F: +81 6 6123 7895
E: mikami@marks-iplaw.jp
W: www.marks-iplaw.jp

Masaki Mikami is a seasoned IP attorney with extensive 
experience in trademark law practice since 2003 to help 
small and large businesses alike have access to trademark 
attorney who is committed to providing responsive, 
affordable legal service to their needs.

Prior to entering the legal profession, he worked in the 
business world. Masaki has global marketing experience 
while working with Mitsubishi Electric Corporation for a 
decade. His extensive experience in that field allows him to 
understand the business realities facing his clients, helping 
him to negotiate the most favourable deals possible for his 
clients, providing meaningful, timely legal advice that is 
consistent with the client’s specific business needs.

Masaki concentrates his practice in the field of trademark 
law, providing trademark legal services to individuals and 
businesses. Masaki is a qualified IP attorney in Japan, and 
is registered to practice as IP litigator since 2004. Since 
beginning his law practice, Masaki has represented a wide 
range of clients, ranging from small start-up businesses 
to large international corporations in over 3,000 trademark 
matters covering more than 120 countries.

Masaki has been appointed as IP mediator & arbitrator and 
JP domain name panellist by Japan IP Arbitration Centre.
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RYUKA, AKI
MANAGING PARTNER

RYUKA IP Law Firm
Shinjuku L Tower 22nd Floor, 1-6-1 Nishi-Shinjuku, 
Shinjuku-Ku, Tokyo, 163-1522, Japan
T: +81-3-5322-6375
E: info@ryuka.com
W: www.ryuka.com

Qualification - Patent Attorney (Japan), Certified to 
practice IP litigation in Japan, Attorney at Law, California, 
USA

Practice Areas - Prosecution, Licensing, Litigation, 
Opinions, and Customs Surveillance in the fields of 
Japanese Patent, Design, and Trademark law

Mr. Ryuka specializes in electronics, semiconductors, 
software, data communication, and radio communication.

Education - Master of Engineering, The University of Tokyo, 
1987, Bachelor of Engineering, Tohoku University, 1984

Work Experience - In 1987, Mr. Ryuka began his career 
as an electrical engineer in the facsimile machines 
department of Canon Inc. Five years later, he joined Tani & 
Abe Patent Attorneys in Tokyo, Japan, where he prosecuted 
patent applications of foreign and domestic applicants 
including Canon Inc.

From 1995 to 1998, Mr. Ryuka worked in the Washington, 
DC office of US firm Cushman Darby & Cushman (now 
Pillsbury Winthrop Shaw Pittman LLP), where he mainly 
prosecuted patent applications for Japanese clients. At the 
same time, he established a patent firm in Japan and a 
translation company in the US, the predecessors to RYUKA 
IP Law Firm, facilitating business for Cushman Darby & 
Cushman. While in the US he passed the US patent bar 
exam. Since founding RYUKA IP Law Firm, he has lectured 
extensively in Japan and abroad on IP topics, has published 
numerous articles including recently detailing RYUKA’s 
invention consulting services (Patent Visualization), and 
visits clients and attends conferences in the US, Europe, 
and Asia. Recent work in 2012 includes representing a 
large US client in nullity trials before the Japan IP High 
Court and Supreme Court, together with colleagues Mr. 
Akashi and Mr. Takata in cooperation with Nagashima Ohno 
& Tsunematsu, and representing a large Korean client in 
infringement and nullity trials in cooperation with Anderson 
Mori & Tomotsune.
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PARTNER

Nakamura & Partners
Shin-tokyo building 6F
3-3-1, Marunouchi, Chiyoda-ku,
Tokyo 100-8355
T: +81-3-3211-1037
F: +81-3-3214-6367
E: s_tanaka@nakapat.gr.jp
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Shinichiro Tanaka (Mr.) is a representative partner in 
our Legal Section. As an attorney at law and a patent 
attorney, he has represented numerous clients often 
in the fields of intellectual property law, entertainment 
media, antimonopoly law, unfair competition prevention 
law, and international transaction law. He graduated from 
the Faculty of Law at Hitotsubashi University in Japan and 
studied at the University of Munich where he gained German 
and English language skills as well as knowledge related 

to international patent issues. He is an active member of 
the Daini Tokyo Bar Association, The Japan Federation of 
Bar Association, and Japan Patent Attorneys Association 
among others. Mr. Tanaka has given lectures on recent 
court decisions in Japan and their implications in practice, 
and also written articles on topics such as the international 
application of the theory of equivalency, patent litigation, 
and parallel import and trademark infringement.
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Koichi Tsujii (Mr.) is a licensed patent attorney in Japan and 
a licensed attorney at law in both Japan and the U.S. In 
the Legal Section his main practices include intellectual 
property law, international transactions, and general 
corporate law matters. He studied at Chuo University and 
the Legal Training Institute of the Supreme Court in Japan 
and at Cornell University in America providing him with 
well-rounded knowledge of both domestic and international 
IP rights. He is a member of a number of IP organizations 
as well as entertainment and sports related organizations 

such as the All Japan Concert & Live Entertainment 
Promoters Conference, Japan Anti-Doping Agency, and 
Japan Sports Arbitration Agency. Mr. Tsujii has gained 
recognition for writing numerous articles on topics such as 
parallel imports, licensing agreements, trademark issues, 
and the analysis of various specific case judgements 
made in Japan. He has given lectures for the International 
Trademark Association, the AIPPI World Congress, and the 
Tokyo University of Technology among others.
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PARTNER
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Kazuhiko Yoshida (Mr.), who goes by Kaz, is an attorney 
at law and patent attorney in the legal department and a 
representative/managing partner of Nakamura & Partners. 
He handles many of our major client cases in matters 
related to intellectual property litigation, opinion and 
negotiation, licensing, international transaction, sports and 
entertainment, and antitrust. After graduating both The 
University of Tokyo Faculty of Law and the Legal Training 
and Research Institute in Japan, he joined the firm, and 
after gaining six years’ experience, he studied at Harvard 
Law School obtaining his LL.M. degree and thereafter 
worked for Hughes Hubbard & Reed (New York) in the 
U.S. He has been a visiting professor at Tohoku University 

and has lectured on computer laws as an adjunct lecturer 
for The University of Tokyo School of Law. Mr. Yoshida 
has also written numerous articles in both Japanese and 
English regarding specific court judgements and their 
influence on current IP law and trending practices and 
procedures in Japan covering a wide range of IP issues. He 
is a member of various organizations such as AIPPI-JAPAN, 
The Law Association for Asia and the Pacific, and the Japan 
Association of Industrial Property Law. He was an Assistant 
to the Reporter General of AIPPI International from 2010 
to 2014 and has been the chief editor of the AIPPI Journal 
(both the Japanese and English versions) published by 
AIPPI Japan.
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Nakamura & Partners
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Japan’s IP Experts is based solely on independent editorial 

research conducted by Asia IP. As part of this project, 

we turned to thousands of in-house counsel in Japan, Asia 

and around the world, as well as Japan-focused partners at 

international law firms, and asked them to nominate private-

practice lawyers including foreign legal consultants, advisers 

and counsel. 

The final list reflects the nominations received combined 

with the input of editorial team at Asia IP, which has more 

than 40 years of collective experience in researching and 

understanding Japan’s legal market.

All private practice intellectual property lawyers 

working at Japanese law firms were eligible for inclusion 

in the nominations process; there were no fees or any other 

requirements for inclusion in the process.

The names of our 50 IP Experts are published here. Each 

IP Expert was given the opportunity to include their biography 

and contact details in print and on our website, for which a fee 

was charged.AIP
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C O R R E S P O N D E N T S

 I N D I A 
Domain names qualifying as 
IP rights like trademarks?
“What’s in a name? That which 
we call a rose/ By any other 
name would smell as sweet.” 

This Shakespeare line in 
Romeo & Juliet is good so long 
as it means name is nothing 
but a name. However, in the 
corporate world, acquired and 
fancy names play a niche role 
to create a market space for a 
product. Consumer purchasing 
choices always roam around the 
well-known trademarks of brand 
names, which are protected 
under intellectual property law. 

With the upward trend 
of using the internet for retail 
purposes, domain names have 
acquired a significant place in 
the digital market. In corporate 
transection, domain names 
are being extensively used to 
establish a unique identity. Some 
organizations use a domain name 
that corresponds to their name to 
help internet users locate them 
easily. At times, domain names 
are clubbed with trademark 
rights for due diligence. 

Of late, many business houses 
are using their trade name with 
their domain name. For example, 
Xerox uses the domain name 
xerox.com, where Xerox is both 
its brand name and trade name. 
Some domain names use words 
which are trademarks and other 
do not. For example, in the domain 
name hotels.com, ‘hotel’ is not 
a trademark. Moreover, ‘hotel’, 
being a descriptive word, would 
not qualify as a trademark. Such 
domain names are categorized 
as generic domain names, and 
include examples like books.
com, music.com and travel.info. 

This dichotomy raises a 
pertinent issue of whether a 
domain name can qualify as an 
intellectual property. The simple 
reason that domain names would 
not qualify as intellectual property 
is that a domain name registration 
with a registrar would not confer 
any legal ownership of the domain 
name; it only confers an exclusive 
right of use in cyberspace for a 
particular duration of time.

Domain name defined 
Simply stated, a domain name is 
a web identification string that 
defines a realm of administrative 
autonomy, authority or control 

within the internet. As a computer 
application, domain names are 
used in many networking contexts 
and for application-specific 
naming and addressing purposes. 
Basically, a domain name identifies 
a network domain, or it locates an 
internet protocol (IP) resource, 
such as a personal computer used 
for internet surfing, a server used 
for hosting a website, the web 
site itself or any other service 
available through the internet. 

A web address is, technically, 
a mnemonic, an easy-to-recall 
replacement for a complex string 
of numbers that represent the 
actual IP address (or addresses) 
where the website in question 
is to be found. Domain names 
are often simply referred to 
as domains and domain name 
registrants are frequently 
referred to as domain owners. 

Emergence of domain
names in cyberspace markets
As early as 1985, the computer 
manufacturer Symbolics registered 
symbolics.com, which became the 
first internet domain name. In 
1986, companies like Nike, Xerox, 
HP, IBM, Sun and Intel registered 
their domain names. Apple joined 
this race two years later. As of 
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March 2021, 363.5 million domain 
name registrations had been made 
across all top-level domains. 
Covid-19 lockdowns have brought 
the digital marketplace to the 
forefront, with buying behaviour 
shifting to online. This trend is 
going to be the future of retail.

Cyberjacking of trade 
names and trademarks  
Of late, unscrupulous 
cybersquatters are “cyberjacking” 
well-known tradenames through 
registration of domain names. 
They have no intention of using 
these domain space for their 
business. In fact, they cyberjack the 
trademarks of unwary companies 
and sell them at hefty prices. The 
cyber trade wars are now being 
fought with these cyber squatters 
over domain name disputes. 

At times, cybersquatters 
use misspelled or distorted 
catchy words in the domain 
name to hoodwink consumers 
to sell low-quality goods or 
services by diverting traffic to 
their domain site. For instance, 
electronicsboutique.com was 
cybersquatter by John Zuccarini, 
who owned two confusingly 
similar domain names in 
electronicboutique.com and 
electronicbotique.com. In this 
case, the U.S. District Court for the 
Eastern District of Pennsylvania 
lifted the veil of Zuccarini’s 
attempted misspellings and held 
that Zuccarini had intended, in bad 
faith, to profit from the domain 
misspellings and barred him from 
using the names. The court also 
ordered payment of statutory 
damages and attorney fees 
incurred by Electronics Boutique. 
Under the Anti-Cybersquatting 
Consumer Protection Act of 
1999, Electronics Boutique’s 
trademark owner was able get a 
favourable order from the court.

The Indian position on 
domain names 
Courts in India and other 
jurisdictions have often ruled 
that not every cybersquatting of 
a trademark is wrong. Courts are 
grappling to determine whether 

the alleged cybersquatter is 
trying to divert traffic from a 
trademark owner or has a good 
faith basis for believing that he 
has a right to a particular domain 
name. Adopting trademarks 
of others as domain names 
is not always cybersquatting. 
Moreover, every domain name 
dispute is not as clear like the 
Electronics Boutique case. 

Courts in India are struggling 
to resolve cyberjacking cases 
in the absence of such an anti-
cybersquatting consumer 
protection law. For instance, 
in People Interactive v. Vivek 
Pahwa, the domain name dispute 
was between shaadi.com and 
secondshaadi.com. In this dispute 
People Interactive (plaintiff) 
sought to restrain Vivek Pahwa and 
others (defendants) from using 
the domain name secondshaadi.
com in any manner, including as 
part of the domain name for their 
web-based matrimonial services. 
Shaadi is a word which means 
wedding in India and Pakistan.

The plaintiff also sought to 
restrain the contesting defendants 
from passing off their website 
as that of the plaintiff. The final 
relief sought was to restrain 
Defendant No. 5, a webhost and 
domain name registrar, from 
hosting the defendants’ website, 
and to direct it to de-register or 
terminate the defendants’ domain 
name registration. In this case a 
bench of the Bombay High court 
expressed its difficulty on the 
domain name shaadi.com in clear 
terms when it was stated that:

21. The real difficulty is that 
shaadi.com is an address. 
It is the internet equivalent 
of a physical or terrestrial 
address. It directs a user 
to a particular part of the 
Web where a domain name 
registrant stores and displays 
his information, and offers 
his services. A physical 
mailing address can never 
be a ‘trademark’, properly 
so-called. “10 Downing 
Street” or “1600 Pennsylvania 
Avenue” are not trademarks. 
A web address is, technically, 

a mnemonic, an easy-to-
recall replacement for a 
complex string of numbers 
that represent the actual 
internet protocol address 
(or addresses) where the 
website in question is to be 
found. [Emphasis added]

Domain name distinguished 
from trademarks 
In People Interactive v. Vivek 
Pahwa, the Bombay High Court 
bench, speaking on domain 
names’ slightest differentiation, 
observed that: “But this surely begs 
the question; if both constituent 
integers are entirely commonplace, 
and one must look only to the 
mark or domain name as a whole, 
then the slightest differentiation 
must also surely be sufficient.”

Taking this preposition 
further, the bench ruled that 
domain name shaadi.com “being 
generic, commonly descriptive and 
an Internet address, the slightest 
differentiation is enough.”

Giving its ruling in favour of 
secondshaadi.com and denying 
an injunction to shaadi.com, the 
court in clear terms held that:

34. The plaintiff’s claim fails on 
all counts. Mr. Khandekar 
begins, as I have noted, with 
the statement that shaadi 
is purely descriptive, an 
argument that Mr. Dhond 
later attempted to step back 
from, contending that the 
mark is inherently distinctive, 
i.e., not descriptive. I believe, 
prima facie, that the 
plaintiff’s mark is generic 
and commonly descriptive, 
and it is an address of an 
internet destination. There 
is no question of it ‘now’ 
referring exclusively to the 
plaintiff’s website; it never 
pointed to anything else. 
But that does not make it 
a trademark. Being generic, 
commonly descriptive and an 
internet address, the slightest 
differentiation is enough. 
Absent any proof of passing 
off or deceit (as in the other 
two cases), I do not see how 
the plaintiff is entitled to an 
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injunction. On the question of 
proof of passing off and deceit, 
I am bound by the decision 
of Menon J in Raymond 
Ltd. [Emphasis added]

On the argument of the 
plaintiff relating to acquiring 
of the secondary meaning, 
the bench quipped that: 

When Mr. Khandekar says 
shaadi.com has acquired a 
‘secondary meaning,’ he must 
say what precisely was the 
primary meaning now said to 
be lost. That is not explained. 
It cannot be explained. The 
reason is plain and direct. That 
primary and only meaning 
was nothing more than a 
destination on the internet. It 
was never first a trademark 
later used to signpost an 
internet destination, which 
is a very different thing 
and is true of other marks 
such as, say, kodak.com, 
nikon.com, polaroid.com 
or xerox.com. Shaadi.com 
came into being only as an 
internet address, and there it 
remains.” [Emphasis added]

Conclusion 
In the Indian context, the domain 
name disputes discussed above, in 
fact, arose where trademarks are 
obtained using domain name. In 
this case, the bench observed that 
a domain name is the terrestrial 
address of a business on the 
internet where it directs a user to 
a particular part of the web where 
the particular domain name of 
the registrant stores and displays 
all the necessary information, 
offers and service available on 
the internet. The bench also 
observed that a physical mailing 
address can never be a trademark, 
properly so-called. 10 Downing 
Street or 1600 Pennsylvania 
Avenue are not trademarks. 

However, in certain cases 
where a trademark is adopted as 
a domain name, it may qualify for 
full protection as a trademark, but 
this is true only in cases where it 
was registered first as a trademark 
and later used to signpost an 

internet destination, like in marks 
such as kodak.com, nikon.com, 
polaroid.com or xerox.com. 

However, the reverse is not 
considered a good preposition in 
domain name disputes, as we have 
seen in the shaadi.com case The 
use of a trademark as a domain 
name may elevate its status as a 
pseudo intellectual property right 
but its lack of ownership status 
would always keep it outside 
the realms of being treated as a 
property right. Every domain name 
that incorporates a trademark 
enjoys the same protection as 
the mark, neither more nor less. 
Every domain name, no matter 
how non-distinctive or how 
descriptive, is not per se entitled 
to trademark-level protection. 

However, one thing is 
very clear: a domain name 
ipso facto will not qualify as an 
intellectual property right. The 
cases relating to the domain 
disputes are resolved through 
civil law actions like passing off 
actions or by making a complaint 
with the Uniform Domain Name 
Dispute Resolution Policy (UDRP) 
or the Internet Corporation for 
Assigned Names and Numbers 
(ICANN) dispute resolution 
policy or the WIPO Arbitration 
and Mediation Centre. Not all 
alleged cybersquatting cases 
are so clear, so expert guidance 

ABOUT THE AUTHOR

D.P.S. Parmar heads the 
Patents, Contentious practice 
group at LexOrbis. After joining 
the IPAB as Technical 
Member (Patents) in 
2011, he has been 
instrumental in 
writing some path 
breaking and insightful 
decisions on Indian 
patent law issues. 
These include establishing legal positions 
on excluded subject matter under Section 
3(d), 3(i) and 3(k), divisional applications, 
disclosure requirements under Section 8, 
working statements and compulsory license, 
to name a few. Before joining IPAB, Parmar 
worked with the Indian Patent Office (IPO) 
for over 27 years and had played a vital 
role both at the administrative and policy 
levels. He represented India at various 
rounds of discussions organized by the World 
Intellectual Property Organization (WIPO) 
and attended follow-on programs at the 
European and Japanese Patent Offices. He 
was instrumental in the recognition of IPO 
as the 15th ISA and IPEA under the Patent 
Cooperation Treaty (PCT). He also served 
as the head of the Intellectual Property 
Training Institute (IPTI) in Nagpur, which was 
responsible for providing training to new 
examiners at the IPO.  

LexOrbis
709/710 Tolstoy House
15-17 Tolstoy Marg
New Delhi 110001 India
T: +91 11 2371 6565
F: +91 11 2371 6556
E: manisha@lexorbis.com
W: lexorbis.com

D.P.S. Parmar

C O R R E S P O N D E N T S

would be useful to get a favourable 
ruling from the courts. AIP
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 I N D I A 
Drawing a parallel between 
aesthetics and functionality 
for design protection
Like many counties in the 
world, India has a strong law for 
protecting aesthetic creations by 
way of design registration. The 
design law protects aesthetic 
creations and not the functionality. 
There is often a misconception 
regarding the eligibility of articles 
or products for design registration 
that have utility and functionality. 
However, there is no barrier for 
registering designs for articles 
that are aesthetically appealing 
and at the same time performing a 
function. It is, therefore, essential 
to understand the difference in 
aesthetic and functional aspects 
of an article or product and their 
interplay while exploring the 
possibilities of design protection. 

Legislative position in India
According to Section 2(a) of the 
Indian Designs Act, 2000, ‘Article’ 
means any article of manufacture 
and any substance, artificial, or 
partly artificial and partly natural; 
and includes any part of an article 
capable of being made and sold 
separately.

According to Section 2(d) 
of the Designs Act, ‘Design’ 
means only the features of shape, 
configuration, pattern, ornament 
or composition of lines or colours 
applied to any article whether 
in two dimensional or three 
dimensional or in both forms, by 
any industrial process or means, 
whether manual, mechanical or 
chemical, separate or combined, 
which in the finished article appeal 
to and are judged solely by the eye; 
but does not include any mode or 
principle of construction or anything 
which is in substance a mere 
mechanical device.

The phrase, ‘judged solely by 
the eye’ is a characteristic feature 
of design registrations. The phrase 
essentially means that the design 
should be aesthetically appealing 

– a test for registration in every 
application for registration.

Legislative position in other 
jurisdictions
The United States design law 
provides that an article dictated 
primarily by functionality with no 
ornamental value is not a proper 
statutory subject matter for design 
registration. Also, a design with 
no unique or distinctive shape 
or appearance and dictated 
solely by the functionality is not 
proper subject matter for design 
registration.  

In Europe, community 
design cannot subsist in features 
of appearance of a product which 
are solely dictated by its technical 
function.

In Australia, a design can be 
registrable if the article includes 
shape and/or configuration 
features yet serve a functional 
purpose. 

In Russia, ‘industrial design 
patent’ is the term used to denote 
protection of the visual appearance 
of industrial or handicraft articles. 
Further, Russian law rules out 
eligibility for design protection 
specially in a case if all features 
visual, are defined exclusively 
by the technical function of the 
article.

It is evident from the above 
that in most major jurisdictions, it 
is the product’s overall appearance 
that is registerable as a design and 
not the functionality behind it. 
Nonetheless, the article including 
shape and/or configuration 
features yet serving a functional 
purpose is registerable. However, 
in view of the legal jargon, 
applicants are often confused 
about this.

Interpretation
It is evident from the definitions 
above that any article or product 
with features 1) such as Shape, 
Configuration, Ornamentation 
and Pattern [SCOP]; 2) in two-
dimensional or three-dimensional 
form; and 3) that enhance the 
overall appearance of the article, 
is an eligible subject matter for 
design protection. The definitions 

do not stipulate any eligibility 
test of technical functions of 
such features (SCOP). The test for 
evaluation of eligibility for design 
registration is judgement solely 
by eye, or the “eye test”. In other 
words, whether or not the features 
embedded in the article or product 
are distinguishable from existing 
or competing products, is a matter 
of external appearance. 

Purpose of design registration
The purpose of design registration 
is to protect the aesthetic 
appearance of an article or product 
and not its function. Therefore, 
to assess whether a design can be 
registered, one must look at the 
aesthetics of the article and not the 
functionality of the article. 

For example, if the article’s 
shape, surface pattern, and 
configuration is dictated solely by 
the function it must perform, then 
the article cannot be registered 
as a design. However, if the article 
is designed to perform a particular 
function but also includes aesthetic 
appeal, it would still be a subject 
matter for the design registration. 
In other words, if the design of the 
article is not essential to perform 
the intended function, then such 
design can be protected under the 
Designs Act.

For example, a key with 
novelty only in the shape and 
configuration of the grooves at the 
portion intended to engage with 
levers inside the lock associated 
with it, cannot be registered as a 
design.
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However, if the same key includes 
any other aesthetic features, for 
instance, the unique design of 
the holding portion or head, then 
such features of the key can still be 
protected under the Designs Act.

The perspective of the 
Indian Designs Office
The Indian Designs Office 
generally examines whether the 
article falls within the definition 
of Section 2(d) or not. In addition, 
it also questions if the article 
meets the requirements of 
novelty or originality. Therefore, 
applicants are expected to 
pinpoint the novel feature(s) of 
the articles (in terms of shape, 
configuration, ornamental, and 
surface pattern, either individually 
or in combination) in the design 
representations, if there are close 
prior arts cited in the examination 
report. In addition, appropriate 
amendments are also required to 
be done in novelty statements and 
disclaimer statements. Of course, 
pinpointing a specific novel feature 
in the design representations 
limits the protection of a particular 
design to that feature of the 
article. Taking the same example 
of the key as illustrated above, if 
the applicant pinpoints the novel 
aesthetic features, i.e., the holding 
portion or the head of the key, only 
such features will be protected by 
the design registration. However, 
this would help protect the 
designer’s creativity to improve the 
aesthetics of the key, even though 
the primary intended function is 
merely to open the lock.

The perspective of Indian Courts
The Indian Courts have evaluated 
the interplay of aesthetics and 
functionality in a few cases. For 
example, in Escorts Construction 
Equipment Ltd. v. Action 
Construction Equipment Pvt. Ltd, it 
was held that the shape of parts of 
a crane is dictated by a function. 
The particular shape was defined 
to interrelate with other parts 
mechanically. Therefore, they only 
had to pass the test of performing 
their function and not necessarily 
be appealing to the eye. Therefore, 

it did not satisfy an essential 
requirement for the registration of 
designs and was held incapable of 
being registered.

In Smit N Parmar v. Paresh 
D Patel & Vardayani Power Pvt 
Ltd, the Gujarat High Court dealt 
with the issue of alteration of 
ducted air conditioners. In the 
altered device under question, the 
design was such that only the air 
blower was visible, while the pipes 
and wires remained hidden. The 
court held that when there is an 
alteration to a mechanical device 
that appeals to the eye, it does not 
automatically preclude the design 
from registration.

The attorney’s paradox
Considering the criticality of non-
functionality as an element, it is 
very difficult to always establish 
whether the design is a default 
cause for the product to function 
or is entirely aesthetic and 
function independent. The three 
major challenges are:

1)	 To undoubtedly determine 
that the design and aesthetics 
are purely functional,

2)	The tendency of a unique 
design to have an overlap 
between function and 
aesthetics, and  

3)	Functionality being a 
subjective abstract.

Closing statement
Not all articles are designed with 
an aim to have aesthetic appeal. 
However, articles that are designed 
to perform an intended function 
may also have aesthetic appeal 
which deserves IP protection. 
Creative aesthetic features of such 
articles if not protected, are open 
for piracy or copying. Under the 

Designs Act, there is no barrier for 
registering a design for an article 
performing the intended function 
but also having aesthetic value. So, 
go ahead and protect your articles 
under the Designs Act even if they 
were intended only to perform a 
function. AIP

In a nutshell

Underlying 
Factors – Product

Scope of Design 
Registration

Entirely function-oriented No

Entirely aesthetics-oriented Yes

Both function and aesthetics Yes
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